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ABSTRACT

Article I, Section 8, Clause 8 of the United States Constitution
provides for exclusive rights to inventors in order to “promote the
Progress of Science and useful Arts.” The United States Court of
Appeals for the Federal Circuit in the recent decision of In re Dane
K. Fisher and Raghunath V. Lalgudi, 421 F.3d 1365 (Fed. Cir. 2005)
denied patentability to expressed sequence tags (ESTs) because they
were “only tools to be used along the way in the search for a practical
utility” and, therefore, lacked “an immediate real world benefit” req-
uisite to a finding of “substantial” utility considered mandatory under
35 U.S.C. § 101. This holding misconstrues legal precedent and
threatens the patentability of many inventions, the benefit of which
may be immediate but not fully appreciated until much later. Instead,
where the application includes “an assertion of utility and an indica-
tion of the use or uses intended” as tools for research, statutory utility
should be acknowledged. Patentability based on the benefit of such
subject matter should be evaluated under the statutory requirement of
non-obviousness under 35 U.S.C. § 103, which has its roots in early,
broad interpretations of the phrase “new and useful” that first ap-
peared in Section 1 of the Patent Act of 1793.
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INTRODUCTION

Ut111ty, or usefulness, has existed as a statutory requirement in pat-
ent law since the Patent Act of 1790." Distinct notions of “substant1a1
novelty,” also referred to as “comparative or relative utility,” as a
measure of the merit of invention, and “positive utility,” that con-
noted only capability of use not contrary to “sound morals or policy,”
developed from the phrase ‘new and useful” that appears in Section 1
of the Patent Act of 1793.2

Upon enactment of the Patent Act of 1952,% “substantial novelty”
became codified as separate requirements of novelty under 35 U.S.C.
§ 102, and non-obviousness under 35 U.S.C. § 103. The phrase “new
and useful” continued under 35 U.S.C. § 101 and questions of com-
pliance generally were limited to assertions of intended use as under-
stood by one skilled in the art reading the specification Several deci-
sions by the Court of Customs and Patent Appeals prior to Brenner v.
Manson® held that statements of use of a chemical compound as an
object of research were adequate to meet the requirement under 35

! Patent Act of 1790, ch. 7, 1 Stat. 109-12 (April 10, 1790) (repealed 1793).
% Patent Act of 1793, ch. 11, 1 Stat. 318-23 (Feb. 21, 1793) (repealed 1836).
3 Patent Act of 1952, ch. 950, § 1, 66 Stat. 798 (July 19, 1952).

* Brenner v. Manson, 383 U.S. 519 (1965).
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U.S.C. § 101. As argued strenuously by Judges Rich and Smith, in
dissenting opinions to In re Kirk’ and In re Joly,® respectively, the
Supreme Court in Brenner, despite broad dicta, decided only that a
specification supporting a claim to a process must make a disclosure
or “showing” of utility of the product formed by the claimed process,
and expressly reserved the question of usefulness in research as a
valid utility. Nevertheless, based on the language of the Brenner
opinion, usefulness in research subsequently was deemed to be an in-
adequate basis for establishing “substantial” utility, absent demon-
stration of a “specific benefit in currently available form,” or an
“immediate real world benefit.”

The United States Court of Appeals for the Federal Circuit, in In re
Dane K. Fisher and Raghunath V. Lalgudi,’ reaffirmed the general
understanding of Brenner by holding that expressed sequence tags
(ESTs), which are short sequences of nucleic acids derived from a
particular genomic source, are “only tools to be used along the way in
the search for a practical utility.”® Consequently, the claimed ESTs
lacked a “specific benefit” that “exists in currently available form”
which is the “basic quid pro quo contemplated by the Constitution
and the Congress for granting the patent monopoly [as] the benefit
derived by the public for an invention with substantial utility.”” De-
spite the holding by the Federal Circuit, the court acknowledged
Fisher’s ESTs as “noteworthy contributions to biotechnology re-
search.”'”

In his dissent from the majority opinion in Fisher, Judge Randall
Rader argued that the utility requirement should not be used “to reject
inventions that may advance the ‘useful arts,” but not sufficiently to
warrant the valuable exclusive right of a patent.”'' Moreover, as
noted by Judge Rader, there was never any contention by the board
that Fisher’s ESTs were “unable to perform” the utilities asserted.'?
Judge Rader requested the United States Patent and Trademark Of-
fice to “seek ways to apply the correct test... , namely inventive step

> In re Kirk, 376 F.2d 936 (C.C.P.A. 1967).

® In re Joly, 376 F.2d 906 (C.C.P.A. 1967).

" In re Dane K. Fisher and Raghunath V. Lalgudi, 421 F.3d 1365 (Fed. Cir.
2005).

¥ Id. at 1376.

°Id. at 1371.

"1d. at 1376.

" Fisher at 1382 (Rader, J., dissenting).

"> Id. at 1381 (Rader, J., dissenting) (“In so ruling, the Board did not reject
Fisher’s utilities on the basis that the ESTs were unable to perform the pur-
ported utilities.”).
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. 1
or obviousness.” !

Judge Rader is not alone in believing that technological advance-
ments should be assessed as a function of obviousness. Scholarship
dating back to the early nineteenth century cautioned against confus-
ing “positive utility” and its “degree.”14 Also, Judge Rich, in his ex-
tensive dissent from the majority decision in Kirk, stated that “one
must be alert, in order to escape mental elephant pits, to avoid being
confused by opinions which are dealing not with utility per se, but
with the non-obviousness issue... in terms of degree of utility as an
indication thereof.”"> Properly construed, under the standard pro-
vided for determining obviousness by the Supreme Court and advo-
cated by a recent petition for writ of certiorari and briefs by amici in
Teleflex v. KSR Int’l.Co.,'° whereby invention is assessed, not accord-
ing to the so-called “teaching-suggestion-motivation test” of the Fed-
eral Circuit, but in consideration of “one having ordinary skill in the
art,” ESTs, as well as other inventions, the “immediate real world
benefit” of which may not currently be appreciated, can be evaluated
in a manner that is capable of acknowledging in a meaningful way
Fisher’s contribution to the “useful Arts.”

I.The Historical Requirement of Utility
A.Early Jurisprudence
Bedford v. Hunt et al.,"" is an early case making explicit a thresh-
old requirement of practical utility of a patented invention. Circuit
Justice Story, paraphrasing Section 1 of the Patent Act of 1793
stated: “No person is entitled to a patent under the act of congress
unless he has invented some new and useful art, machine, manufac-
ture, or composition of matter, not known or used before.”"” Justice
Story then specified the meaning of “useful” under the statute:
By useful invention, in the statute, is meant such a one as
may be applied to some beneficial use in society, in con-
tradistinction to an invention, which is injurious to the
morals, the health, or the good order of society. It is not

P d.

' See infra Section II.A. and accompanying text.

' Kirk, 376 F.2d at 955 (C.C.P.A., 1967)(Rich, J., dissenting).

' Teleflex, Inc. v. KSR, Int’l Co., No. 04-1152 (slip opinion) (Fed. Cir. 2005).

" Bedford v. Hunt, 3 F. Cas. 37 (C.C.D. Mass. 1817).

'8 Patent Act of 1793, ch. 11, 1 Stat. 318-23 (Feb. 21, 1793) (repealed 1836)
(current version at 35 U.S.C. § 101 (2000)).

" Bedford, 3 F. Cas. at 37.
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necessary to establish, that the invention is of such general

utility, as to supersede all other inventions now in practice

to accomplish the same purpose. It is sufficient, that it has

no obnoxious or mischievous tendency, that it may be ap-

plied to practical uses, and that so far as it is applied, it is

salutary. If its practical utility be very limited, it will fol-

low, that it will be of little or no profit to the inventor; and

if it be trifling, it will sink into utter neglect.*
Justice Story concluded that satisfaction of the statutory threshold
does not rely upon a degree of utility, but rather that it be “capable of
use,” and not contrary to “sound morals and policy.”21

Justice Story employed the same reasoning in Lowell v. Lewis, ™
which, in turn, was relied upon in Kneass v. Schuylkill Bank®
Kneass was an infringement suit challenging the patentability of a
method for printing both sides of bank notes.”* The court in Kneass,
in response to defendant’s allegation that the invention was not pat-
entable because it was worthless, posed the question in reverse: “If
the plaintiff’s invention correspond substantially with the thing used
by the defendants, how can the latter be permitted to say, that the
thing so discovered and used is worthless?"* Therefore, use by de-
fendants was evidence of utility. The court then recited Justice
Story’s criteria for utility, whereby an invention meets the statutory
requirement if it is not “frivolous or injurious to the well being, good
policy, and sound morals of society.”2 Accordingly, early interpreta-
tion of the word “useful,” as a qualification for patentability, required
only that the invention not be frivolous, mischievous or immoral, and
use by the public was evidence that the invention was not, in fact,
worthless.
Through the nineteenth century, jurisprudence was essentially in

accord with the standard for statutory utility set forth by Justice
Story. For example, Phillips, in his 1837 treatise, compared Justice

*1d.

! Id. (“The law, however, does not look to the degree of utility; it simply re-
quires, that it shall be capable of use, and that the use is such as sound morals
and policy do not discountenance or prohibit.”).

22 Lowell v. Lewis, 15 F. Cas. 1018 (C.C.D. Mass 1817).

Z Kneass v. Schuylkill Bank, 14 F. Cas. 746 (Cir. Ct. Penn., 1820).

Id.

> Id. at 748.

*1d. (“In the case of Lowell v Lewis [Case No. 8568], Mr. Justice Story, com-
menting upon this subject, lays it down, that the law only requires that the in-
vention should not be frivolous or injurious to the well being, good policy, and
sound morals of society.”).
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Story’s construction of statutory utility with that of Justice Washing-

ton, whom Phillips quoted as stating:
Admit, for the sake of argument, that Perkins’s machine,
(the one infringed upon,) in the form in which it came
from his hands, was so far inferior to the nail machines
then in use as to deprive it of all intrinsic value; yet if
another person can superadd to that invention something
which will remove all its defects, and render it useful, it
immediately becomes valuable, not on account of its
own qualities, but because of its capacity to receive the
improvement, and with its aid to become useful. The
original discovery and the improvement become articles
of traffic between the two discoverers as soon as the im-
provement was made, which it was their mutual object
to give value to. >’

However, in Justice Story’s “more restrained sense,” which Phil-
lips cast as “now universally adopted in the United States,””® an in-
vention that is “pernicious,” cannot be made useful absent the pres-
ence of an improvement that “diverts the invention into a different
channel clear of the objection.”29 In other words, the invention with-
out the improvement does not meet the statutory requisite of utility in
the view of Justice Story’s construction, despite the view of Justice
Washington:

But in the more restrained sense, according to the con-
struction of Mr. Justice Story, which is now universally
adopted in the United States, the improvement on an in-
vention that is not useful, or in other words, that is perni-
cious, or in the words of the English statute of monopolies,
“mischievous to the state or generally inconvenient,” can-
not be useful, unless it diverts the invention into a differ-
ent channel clear of the objection; and in this restrained
sense the invention cannot be considered useful according
to the doctrine of Mr. Justice Washington in the above
case, on the ground that it is capable of being rendered so
by an improvement.
Therefore, an invention that is “pernicious” is unpatentable as lacking

7' W. PHILLIPS, THE LAW OF PATENTS FOR INVENTIONS; INCLUDING THE
REMEDIES IN LEGAL PROCEEDINGS IN RELATION TO PATENT RIGHTS (American
Stationers’ Co. 1837) at 141 (quoting Gray & Osgood v. James & others, 1
Pet.C.C.R. 480, 481).

2 Id. at 141-42.
*Id.
1d.
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utility despite the fact that improvements of the invention are not so
afflicted.

“Usefulness” is explained by Phillips as being “sometimes con-
trasted with frivolousness.”' As stated by Phillips, an invention may
be frivolous in the sense of “being so obvious” as not to be a discov-
ery, or, alternatively, “it may be trivial or frivolous in respect to its
effect upon industry and production.”32 Specifically, obviousness
voids the patent as lacking an invention, while an invention that has a
“trivial or frivolous” effect upon industry “is still a subject of a pat-
ent, since it is not the province of the court to go into the question of
the extent or degree of usefulness.™

Similarly, a distinction between invention and utility is made by
Curtis in his 1849 treatise.”* In Chapter I, entitled “Novelty and Util-
ity,” Curtis paraphrases Section 6 of the Patent Act of 1836, and bi-
furcates the phrase, “new and useful””:

§ 1. The Patent Act now in force in this country requires
that the subject of every patent should be “new and useful,”
whether it be an art, machine, manufacture, or composition
of matter, or an improvement on any of these things. The
inquiry that meets us on the threshold is, what constitutes
novelty, and what constitutes utility, in the sense of the stat-
ute?

Curtis then cites legal precedent, specifically quoting Mr. Justice

31 See Phillips, supra note 27, at 142.

2 1d.

3 Id. Phillips stated at id.:
The requisite of usefulness has been sometimes contrasted with
frivolousness, and the multiplicity of patents for trivial subjects
has been occasionally deprecated by judges. An invention may
be slight and trivial as being so obvious and apparent that it
cannot be considered a discovery, or it may be trivial or frivo-
lous in respect to its effect upon industry and production. A de-
fect in the first sense renders the patent void as being for a sub-
ject that is not an invention. But an invention of a very slender
character in the latter sense is still the subject of a patent, since
it is not the province of the court to go into the question of the
extent or degree of usefulness. It is enough that the invention is
useful; how useful it may be is immaterial.

*G.T. CURTIS, TREATISE OF THE LAW OF PATENTS FOR USEFUL INVENTIONS IN

THE UNITED STATES OF AMERICA (Charles C. Little and James Brown,
1849)[hereinafter Curtis I].
3 Patent Act of 1836, ch. 357, 5 Stat. 117 (July 4, 1836) (repealed 1870) (current
version at 35 U.S.C. § 101 (2000)).
3% See Curtis I, supra note 34, at 3.
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Story in Earle v. Sawyer’” where he distinguished the manner of in-

vention from utility as a matter of law:
“It is of no consequence whether the thing be simple or
complicated; whether it be by accident, or by long, labo-
rious thought, or by an instantaneous flash of the mind
that it is first done. The law looks to the fact, and not to
the process by which it is accomplished. It gives the first
inventor, or discoverer of the thing, the exclusive right,
and asks nothing as to the mode or extent of the applica-
tion of his genius to conceive or execute it. It must also
be useful, that is, it must not be noxious or mischievous,
but capable of being applied to good purposes; and per-
haps it may also be a just interpretation of the law, that it
meant to exclude things absolutely frivolous and foolish.
But the degree of positive utility is less important in the
eye of the law, than some other things, though in regard
to the inventor, as a measure of the value of the invention,
it is of the highest importance.”®

Curtis characterized this dictum, as well as that of Sir N.C. Tindel,
C.G. in Crane v. Price,” as requiring that an invention be “substan-

tially new”:

§ 6. It is often laid down, that provided the invention is
substantially new, it is of no consequence whether a great
or small amount of thought, ingenuity, skill, labor, or ex-
periment has been expended, or whether it was discov-
ered by accident.*’

Curtis then inverts the reasoning of the law of utility and applies it to
the concept of novelty, whereby the possibility of “design, thought,

or ingenuity... becomes one test of the sufficiency of invention™:
Still it is sometimes necessary to ascertain what bearing
the amount of thought, design, or ingenuity that may have

78 F. Cas. 254 (D. Mass, 1825).
#¥Cortio I. at 5, n. 1 (quoting Earle at 256).

39 Crane v. Price,. Webster’s Pat. Cas., 409. Curtis quotes Sir Tindal, as follows:

But in point of law, the labor of thought or experiment, and
the expenditure of money, are not the essential grounds of
consideration on which the question, whether the invention is
or is not the subject-matter of a patent ought to depend. For if
the invention being new and useful to the public, it is not ma-
terial whether it be the result of long experiment and profound
search, or whether by some sudden or lucky thought, or mere
accidental discovery. Id.

“See Curtis I, supra note 34, at 5.
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been expended, has upon the question of novelty. It may
not be necessary that there should be positive evidence of
design, thought, or ingenuity; but if it is necessary that
the possibility of these qualities having been exercised
should not be excluded by the character of the supposed
invention, then such possibility becomes one test of the
sufficiency of invention.
According to Curtis, because “a patent should be something that has
not substantially existed before,” the lack of possibility of design or
study in the “production” of an “alleged invention” is “proof” of friv-
olousness.*
Curtis extends this reasoning to “mere colorable variations, or
slight and unimportant changes”:
So, too, mere colorable variations, or slight and unimpor-
tant changes, will not support a patent; as the immersion
of cloth in a steam bath, with the view of damping it, in-
stead of immersing it in hot water; and the substitution of
steam as the means of heating hollow rollers over which
wool was to be passed, instead of heating them by the in-
sertion of hot iron bars. In such cases, if the conse-
quences resulting from the change are unimportant, and
the change consists merely in the employment of an ob-
vious substitute, the discovery and application of which

“1d. at 6.

2 Id. Curtis specifically stated:
While the law does not look to the mental process by which the
invention has been reached, but to the result, it may still require
that the result should be such as not to exclude the possibility of
some skill or ingenuity having been exercised. It requires this,
because it requires that the subject—matter of a patent should be
something that has not substantially existed before. While such a
thing may have been produced by mere accident, and not by de-
sign, yet it may also have been the fruit of design and study. If,
however, the character of the alleged invention be such, that no
design or study could by possibility have been exercised in its
production, then its character is strong proof that it does not differ
substantially from what had been produced before. We must
look, therefore, to the character and purposes of invention, and
not to the actual process by which it was produced, in order to see
that the possibility of thought, design, ingenuity, or a labor hav-
ing been exercised, is not excluded.
§ 7. Thus, if an alleged invention is absolutely frivolous and
foolish, though it may have the element of novelty, in one sense,
it is not the subject of a patent. Id.
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could not have involved the exercise of the inventive fac-
ulty, in any considerable degree, then the change is
treated as merely a colorable variation, or a double use
and not as a substantive invention.*

This threshold determination of patentability is then applied by
Curtis to two lines of cases, the first being a new application of
known machinery or apparatus, wherein he concluded:

§ 10. In these cases the subject of each invention was

not the particular machinery or apparatus by which the

new application was to be made available, but it was the

new application itself of certain known substances or

agents, to produce a particular result, differing either in

the process or in the article produced, from the former

methods of producing the same thing, and thereby pro-

ducing a better article, or producing it by superior and

cheaper processes. It is obvious that the result, in such

cases, furnishes a complete test of the sufficiency of in-

ventions; because the importance of the result shows that

whether actually exercised or not, the possibility of the

exercise of thoughts, design, ingenuity, and skill is not

excluded. The merit is the same, whether the invention

was the fruit of accident or design; because the merit con-

sists in having realized the idea and carried it out in prac-

tice. But if the idea and the practice involve no beneficial

results, superior to what had been before attained, there

could have been no scope for the exercise of the inventive

faculty, because the result excludes the supposition of its

having been exercised.**
The other line of cases involved patents to “a particular instrument or
machine, or combination of machinery.” Here, Curtis quoted exten-
sively from Brunton v. Hawkes,*” in which the subject patent was di-
rected to two inventions, one for an improvement in the construction
of chain cables and the other for an improvement in the construction
of anchors. This case was decided under English common law, and
made a distinction between the inventiveness of the cable and that of
the anchor based on obviousness. As stated by Circuit Justice Abbott
and quoted in a footnote of Curtis’ treatise:

“And yet there can be no doubt that the invention of the

cable, was of a much higher order than in the anchor.

B 1d. at6-7.
*1d. at 9-10.
* Brunton v. Hawkes, 4 B. & Ald. (1821) 540, 550.
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The improvement in the cable, was the carrying out into
practice, certain important principles respecting the action
of forces, by the substitution of a broad-headed for the
pointed stay, in a link of a particular form. The im-
provement in the anchor, was the avoiding the welding,
by means well known, and practiced in cases extremely
similar. There was originality of idea in the application
of the broad-headed stay, as subsidiary to the principles
for the improvement of the chain cable, as laid down in
the specification, but there was no originality of idea or of
method, in avoiding the welding, this being borrowed
from cases which would obviously and immediately pre-
sent themselves.”

§ 14. It appears then, according to the English authori-
ties, that the amount of invention may be estimated from
the result, although not capable of being directly estimated
on a view of the invention itself.

§ 15. The utility of the change is the test to be applied
for this purpose. As there cannot be a decidedly useful
new result, without some degree of invention in producing
the change which effects that result, when a real utility is
seen to exist, a sufficiency of invention may be presumed.
And it is said that whenever utility is proved to exist in a
very great degree, a sufficiency of invention to support a
patent must be presumed.*’

11

English common law is summarized by Curtis as predicating “the
amount of invention” on the “utility” of the result obtained:

With respect to United States law, Curtis distinguished “new” from

“useful,” even under the Patent Act of 1793:

Our statute requires that the subject of a patent should be
“new and useful.” The word “useful” is not supposed to
be used, for the purpose of establishing general utility as
the test of a sufficiency of invention to support a patent. It
had been held, upon the use of the same word in the same
connection in the old Patent Act of 1793, that it was used
merely in contradistinction to what was frivolous or mis-
chievous to society. This term was held to be satisfied, if
the alleged invention was capable of use, and was not inju-
rious to the well-being, good policy or sound morals of

*See Curtis I, supra note 34, at 13, n.1. (quoting Brunton, 4 B. of Ald. 540,

550).
Y 1d. at 14.
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society.
§ 17. But the subject of a patent must not only be “use-

ful,” in the sense, that is, capable of use and not mischie-

vous, but it must also be a “new” art, machine, manufac-

ture, or composition of matter, or “a new improvement”

upon one of these things, “discovered or invented” bg/ the

patentee, and “ not known or used by others” before.*
Curtis draws from the statutory requirement that the subject matter of
a patent be “new,” that “sufficiency of invention” lies in “substantial
difference” from things “previously known or used”:

It is obvious, therefore, that the subject matter of a patent

must be something substantially different from anything

that has been known or used before; and this substantial dif-

ference, in all cases where analogous or similar things have

been previously known or used, must be the measure of a

sufficiency of invention to support the particular patent.*’
A parallel is then made by Curtis between “utility” as construed in
English courts, and the statutory requirement of “novelty” in the
United States:

§ 18. Our courts have, in truth, without using the same

terms, applied the same tests of the sufficiency of inven-

tion, which the English authorities exhibit, in determining

whether alleged inventions of various kinds possess the

necessary element of novelty. That is to say, in determin-

ing this question, the character of the result, and not the

apparent amount of skill, ingenuity or thought exercised,

has been examined; and if the result has been substantially

different from what had been effected before, the inven-

tion has been pronounced entitled to a patent; otherwise,

the patent has failed.”
“Utility” in the United States, according to Curtis, requires that the
“subject matter of a patent must not be injurious or mischievous to
society, or frivolous or insignificant.” An invention must, therefore,
be “to a certain extent, beneficial to the community.”' The degree of
benefit, however, “is not a subject for consideration, in determining
whether the invention will support a patent.”52

“® 1d. at 14-15.

Y Id. at 15.

1d. at 16.

S1See Curtis I, supra note 34, at 25.

2 1d. Curtis wrote:
§ 28. The doctrine in relation to utility, being, in this country,
that the subject-matter of a patent must not be injurious or mis-
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In the fourth edition of Curtis’ treatise, published in 1873,53 after
enactment of the Patent Act of 1870,5 * he reiterates the distinction be-
tween ‘“new” and “useful” made in the first edition, in 1849. Just as
Phillips contrasted usefulness and frivolousness, wherein usefulness
determined whether a patent was “void as being for a subject that is
not an invention,” while frivolousness “of an invention of a very
slender character... is still the subject of a paltent,”55 Curtis distin-
guished between “positive utility,” which was “a mere description of
a class of inventions,” and ‘“comparative or relative utility,” which
was a test of “novelty, or of substantial difference of structure or
mode of operation”:

§ 105. The remaining quality essential to a patentable
invention is, that it shall be “useful.” Care must be taken,
however, to discriminate between what may be called the
positive utility of an invention, which is made by the stat-
ute a mere description of the class of inventions which
can be the subjects of valid patents, and that comparative
or relative utility which is sometimes applied as one of
the tests of novelty, or substantial difference of structure
or mode of operation. We have already seen in what
manner this test of comparative utility may be applied to
distinguish one invention from another. But this is not
the usefulness which the statute contemplates when it de-
scribes the subject for which a patent may be granted as a
“new and useful invention.”®

Therefore, by at least 1873, the term “new” was equated with “com-
parative and relative utility,” and was interpreted to require a “sub-
stantial difference” from prior art, while the term “useful” was char-
acterized as “positive utility,” which mandated only a “description of
a class of inventions which can be the subject of valid patents.”

In the early part of the twentieth century, the standard for utility

chievous to society, or frivolous or insignificant: it follows that
every invention, for which a patent is claimed, must be, to a cer-
tain extent, beneficial to the community; it must be capable of
use, for some beneficial purpose; but when this is the case, the
degree of the utility, whether larger or smaller, is not a subject for
consideration, in determining whether the invention will support
a patent. Id.
3 G.T. CURTIS, A TREATISE ON THE LAW OF PATENTS FOR USEFUL INVENTIONS,
(Little, Brown and Co., 4™ ed., 1873)[hereinafter, Curtis II].
>* Patent Act of 1870, ch. 230, 16 Stat. 198-217 (July 8, 1870) (revised 1874).
> Phillips at 142.
See Curtis 11, supra note 53, at 110.
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described by Curtis was being applied sporadically. In some cases,
utility was employed only as a means of identifying patentable sub-
ject matter as a class ‘“capable of use.” For example, in Potter v.
Tone,”’ a “brown vitreous product” claimed in a patent application
involved in an interference proceeding was described in the specifica-
tion of the junior party, Tone. As quoted by the court, the asserted
utility of the claimed compound was as “a nonconductor of electric-
ity,” as a “reducing agent,” and ‘“‘useful in operations where silicon
and aluminum are now employed.”® The Court of Appeals of the
District of Columbia found these assertions to “show utility sufficient
to support a patent,” and quoted with approval from the decision of
the Examiners-in-Chief:
“In order to be patentable, an invention must possess util-

ity; and it may be noted that prior to the declaration of this

interference it was determined that the specification of the

Tone application described a patentable invention; yet all

that is stated therein in regard to its utility is that it is a non-

conductor of electricity, that it is a reducing agent, and can

be used in operations where silicon and aluminum are now

employed.

All of these facts are found in both the Thebaud and the

Mott reports, or are deducible therefrom. If they show util-

ity sufficient to support a patent, they would seem to be suf-

ficient to demonstrate utility when ascertained by actual

test.... , if it was known how it could be produced at will,

and some utility had been demonstrated, the invention

would seem to have been reduced to practice.”’

The opinion of the Examiners-in-Chief implied a distinction simi-
lar to that between “positive utility,” which was described by Curtis
as requiring “a mere description of the class of inventions which can
be the subjects of valid patents,” and “comparative or relative utility
which is sometimes applied as one of the tests of novelty, or a sub-
stantial difference of structure of mode of operation.”® As stated by
the Examiners-in-Chief, and as also quoted by the District Court:

“To hold that it must be shown to be capable of use in some
commercial process, and that process must have been success-
fully practiced, would seem to amount to holding that the in
ventor must make a second invention, which might be the

37 Potter v Tone, 36 App. D.C. 181 (D.C. Cir., 1911).
B Id. at 184.

P 1d.

See Curtis 11, supra note 53, at 110.



2006 Safe Harbour/Experimental Use, Inherency, Obviousness and Utility 15

subject of another patent, and reduce that to practice before

he 0016111d claim a reduction to practice in the original inven-

tion.”
The Examiners-in-Chief made clear that the legal threshold for “util-
ity” required only a description of characteristics suggestive of uses
“sufficient to assist in promoting the progress of the useful arts and to
establish the utility of the invention.” The court adopted the reason-
ing of the Examiners-in-Chief and stated that the utility set forth in
the specification, as a nonconductor of electricity and as a reducing
agent, constituted an “apparent usefulness” sufficient to establish util-
ity of the novel compound.®’

In other cases, “use” was relied upon for patentable distinction
over the prior art. For example, Smokador Mfg. Co., Inc. v. Tubular
Products Co.,64 was an infringement action based on U.S. Patent No.
1,646,086 directed to an improved ash stand that had a base serving
both as a support and as a waste-receiving receptacle. The improve-
ment was the use of glass as the waste-receiving receptacle as a time
and labor saving convenience. With respect to patentability, the court
invoked “use and wont” as the standard of the ordinary artisan,
thereby basing patentable distinction on the advantage of conven-
ience:

But the glass construction disclosed in this specification has
manifest advantages. It renders the contents of the receptacle
at once visible, without removal of the jar... The device
manifestly saves time and labor. Moreover, a frangible sub-
stance like glass would not, we think, readily suggest itself
for a receptacle, and such a substance never seems to have

®! potter, 36 App. D.C. at 184-85.

%2 Id. at 185. The court quoted the Examiners-in-Chief as stating:

The issues in this interference do not cover the use of the material
in question for any specific purpose, but the production of a novel
material of described characteristics, which characteristics may
suggest many uses to subsequent inventors. Its value for educa-
tional purposes in demonstrating to chemists the character and
properties of “the long-sought silicon monoxid”; its use as a re-
ducing agent in chemical reactions, and the fact that it is a non-
conductor of electricity, -- are sufficient to assist in promoting the
progress of the useful arts and to establish the utility of invention.
Id.

% Id. (“Such apparent usefulness of the newly discovered compound being
shown, nothing more was requisite. If additional uses may hereafter be dis-
covered, rendering it of additional value commercially, Tone will be entitled to
their benefit.”).

% Smokador Mfg. v. Tubular Products, Inc., 31 F.2d 255 (2d Cir. 1929).
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been used for the purpose prior to the time when Fleming
embodied the idea in the patent in suit. Indeed, the first
thought of such a receptacle might well have been negative
by the consideration that glass would expose to view the dirty
contents of receptacles in stands that had been used since
cleaning. The ordinary artisan thinks in terms of “use and
wont.” To substitute glass for a prior, and what we may
justly regard as a more obvious, form of container, and to
shield it from sight, except when the stand is turned up for
examination, seems to us a patentable step. If the advantages
of doing what Fleming accomplished had been already ap-
prehended, the means to attain them would perhaps be too
simple to deserve the name of invention. But the apprehen-
sion of the labor-saving, convenient, and neat device dis-
closed in the é)atent in suit involved more than the work of a
routine mind.*

In another example, the word “utility” specifically is used as the
measure of patentability, distinct from ‘“useful” and apart from suit-
ability for an intended use. The Court of Customs and Patent Ap-
peals (C.C.P.A.) in In re Holmes® held that a pipe that is the product
of a patentable process is not itself patentable absent some advantage
over conventional pipe; the fact that the pipe was useful for its in-
tended purpose, according to the court, was not sufficient to meet the
requirements of Section 4886 of the Revised Statutes because the lan-
guage of the statute “clearly requires that, in order to obtain a patent,
the invention must be useful.” ®’ In other words, in response to the
appellant’s contention that “it is not necessary that the product
claimed shall have utility over the other articles of the prior art,”®® the
court stated that, although the degree of usefulness is “immaterial
upon the question of patentability,” ? there must be “utility in the par-

% Id. at 256.

% In re Holmes, 63 F.2d 642 (C.C.P.A. 1933).

7 Id. at 643 (“Section 4886 of the Revised Statutes (35 USCA § 31) provides
that “*Any person who has invented or discovered any new and useful art, ma-

chine, manufacture or composition of matter . . .” may obtain a patent . . . . This
language clearly requires that, in order to obtain a patent, the invention must be
useful.”).

% Id. (“Appellant earnestly contends that to render the claims patentable it is not
necessary that the product claims shall have utility over the other articles of the
prior art.”).

% Id. (“We are in accord with the views expressed in the cases cited that, if an
invention be useful in itself, it is immaterial upon the question of patentability
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ticular form of the structure which appellant claims is invention.””

The Board of Appeals was quoted with approval by the court:
“Applicant’s pipe is no stronger than, cannot be made
cheaper than, nor has any use or advantage over, any other
pipe of commerce. It has no special utility nor is it particu-
larly adapted for any use other than that to which any pipe
would be commonly put.”71

The court concluded that the seams of the pipe themselves had no

utility because no advantages were conferred on the pipe as a conse-

quence that would render the pipe patentably distinct:

It is our view that the seams found in the products claimed,
distinguishing the pipe from the prior art, are but an incident
of the method of manufacturer, and in themselves have no
utility .... In other words, in so far as utility of the product is
concerned, nothing can be ascribed to a pipe having the
seams of appellant’s claimed product which renders such a
pipe patentably distinct from a pipe having no such seams.”

Regardless of whether the opinion in Holmes is consistent with Cur-

tis” distinction under United States case law between ‘“‘positive util-

ity” and “comparative or relative utility,” the court in Holmes applied

a standard of “utility” for “invention” that, statutorily, mandated

more than simple novelty and a statement of suitably for an intended

use.

B.In re Bremner and Its Legacy: Assertion of Utility and Indi-

cation of Use
In re Bremner, Taylor, and Jones' was an appeal from a decision
by the Board of Appeals of the Patent Office to the United States

Court of Customs and Patent Appeals. The patent application at issue

included claims directed to a process for production of polymers and

a claim directed to a product, polydihydropyran. The polymer prod-

whether the invention be of greater or less usefulness than like devices or
products shown in the prior art.”).
0 Id. The court stated:
The difficulty with appellant’s position is that he as-
sumes that, inasmuch as the pipe constructed in accor-
dance with the claims is useful, it follows that utility of
the invention is established. The fact is that the pipe so
constructed may be useful, but there may be no utility in
the particular form of the structure which appellant
claims is invention. Id.
'Id. at 643-44.
2 Id. at 644.
7 In re Bremner, Taylor, and Jones, 182 F.2d 216 (C.C.P.A. 1950).
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uct, as summarized by the primary examiner, was disclosed only as a
resin, the color and melting point of which being set forth in the vari-
ous examples describing production of embodiments of the invention.
As stated by the primary examiner:

(4) Applicants disclose a process of polymerizing dihydro-
pyran in the presence of certain Friedel-Crafts catalysts. The
polymers are described on page 3, lines 13-19 as varying
from viscous liquids to hard brittled solids. Example 1 de-
scribes the production of a golden colored viscous liquid.
Example 2 produces a hard resinous polymer. Example 3
produces an almost colorless resin melting at 84.50°C. Ex-
ample 4 produces a resin melting at 95°C. Example 5 pro-
duces a resin melting at 60°C, and in example 6 is described a
process of producing several different resins, one melting at
91°C and the rest melting above 200°C."*

The court agreed with the board that the polymer formed was

novel, and did not question the identification of the polymer.”” Nev-
ertheless, the Patent Office found that the patentability of the claimed
subject matter was not considered because the specification identified
“no use for the products claimed to be developed by the processes.”®
The court affirmed the decision of the Patent Office, referencing the
United States Constitution, the predecessor statutes to 35 U.S.C. §
101 (R.S. 4886) and 35 U.S.C. § 112 (R.S. 4888), and the immediate
legal precedent discussed supra:

[W]e feel certain that the law requires that there be in the ap-
plication an assertion of utility and an indication of the use or
uses intended.

It was never intended that a patent be granted upon a prod-
uct, or a process producing a product, unless such product be
useful. See subsection 8 of section 8 of Article I, United

™ Id. at 216-17.
5 Id. at 217 (“In the brief for appellants before us it is said, in substance, that the
tribunals of the Patent Office did not question the production of a new chemi-

cal polymer by the process disclosed by appellants, and that those tribunals did

not question the identification of such polymer.”).

" Id.. As stated by the court:

The statement so made in the brief for appellants is ac-
curate, but the matters suggested as not being questioned
by the tribunals of the Patent Office were not considered
by those tribunals on their per se patentable merits, be-
cause they held that no use for the products claimed to
be developed by the processes had been shown in the
specification. Id.
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States Constitution; R.S. 4886 (35 U.S.C. 31); R.S. 4888 (35
U.S.C. 33); also decisions Potter v. Tone, 1911 C.D. 295, 36
App. D.C. 181; Scovill Mfg. Co. v. Satler, 21 F.2d 630; Smo-
kador Mfg. Co. v. Tubular Products Co., 31 F.2d 255 [1
USPQ 158]; and In re Holmes, 20 C.C.P.A. (Patents) 899, 63
F.2d 642, 16 USPQ 399....
There is nothing in the application which asserts utility nor
any thing indicating what use of the product may be made.”’
Therefore, according to the court in Bremner, both the claimed prod-
uct and the method by which the product is made could not be pat-
ented based on a specification that failed to articulate that the product
had utility and “what use of the product may be made,” despite ac-
knowledgement of novelty and that the product was adequately de-
scribed.

In an early test of Bremner, the Board of Patent Appeals in Ex
parte Tolkmith' affirmed a rejection by the examiner of a claim di-
rected to a chemical compound, O-(2, 4, 5-trichlorophenyl) methan-
ephosphonic chloride, for lack of proper disclosure of utility because
the specification described the compound only as “an intermediate
for the preparation of more complex phosphorous derivatives and as a
constituent of parasiticide compositions.”” In response to the appel-
lants’ contention that the requirement of Bremner, whereby an appli-
cation need only include “an assertion of utility and an indication of
the use or uses intended,” was metgo, the board found that, in view of
the unpredictable and highly specific nature of toxic action in living
organisms, no specific enabling embodiment was provided.®® The

7 Id.

8 Ex parte Tolkmith, 102 USPQ 464 (Pat. Off. Bd. App., 1954).

” Id. at 465.

%0 1d. As stated by the board:
Appellant further contends that he has complied with the
requirements for utility indicated in the decision in In re
Bremmer et al., relied upon by the examiner in his rejec-
tion. The court in this decision stated that the law re-
quires that there be in the application an assertion of
utility and an indication of the use or uses intended. Id.

81 Id. at 466. The board concluded:
Since toxic action to living organisms is a highly spe-
cific and, in most cases, unpredictable one, we think the
determination of a useful application of this compound
might well require considerable experimentation . . . . In
our opinion the minimum requirement to satisfy 35
U.S.C. § 112 and Rule 71 on this aspect of the invention
would be a specific embodiment of the composition in a
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board held that utility must be more than conjecture or suggestion; it
“must presently exist”:
We believe that the utility necessary to support a patent for a
new compound must presently exist and that this require-
ment is not satisfied by conjecture or suggestions only of the
inventor or possible applications based on some similarity in
chegnzlical structure with old compounds of established util-
1ty.
A year later, in another decision by the Board of Appeals, Ex parte
Ladd, Harvey, Cable, and Szayna,83 a rejection of claims on the basis
of lack of utility in view of the presence of only broad statements of
use in the specification was reversed. The claims at issue were re-
jected because, according to the examiner, the following passage in
the specification was insufficient to show utility:
The unsaturated compounds obtainable by the method of
our invention are particularly useful in the preparation of
new halogen-containing addition polymers and interpoly-
mers. Moreover, these compounds likewise serve as inter-
mediates for a variety of organic syntheses including such
reactions as halogenation, hydration and alkylation.**

The board reversed because, in view of the prior art:
[1]t is well known how to polymerize the compounds in
question and that the resulting polymers may well be ex-
pected to possess a wide variety of uses, because these
[prior art] patents [of record] show that polymers having a
variety of uses have been made from very closely related
positioned isomers and homologs of the claimed com-
pounds.®

With respect to enablement, the board made a very similar statement:
We are of the opinion that when a newly discovered com-
pound belongs to a class of compounds the members of
which have become well recognized to be useful for a par-
ticular purpose, and it is evident from the prior art that it is

parasitical composition with a disclosure of how it is to
be applied and to what parasite. Since the specification
falls far short of this requirement we conclude that it is
not sufficient to satisfy the requirement of the aforesaid
section of the code. Id.
1d.
8 Fx parte Ladd, Harvey, Cable, and Szayna, 112 USPQ 337 (Pat. Off. Bd.
App., 1955).
*1d. at 338.
¥ 1d.
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within the skill of the art to use the claimed compound for

this purpose, the disclosure that the claimed compound may

be so used is sufficient to meet the requirement of Sec. 35

U.S.C. § 112 that: “The specification shall contain a written

description of the invention, and of the manner and process

of using jprses 86

Therefore, within a year, the board decided both in favor of, and
contrary to, rejections made by examiners of claims directed to spe-
cific compounds, where the specification in each case made only
general reference to applications to which the compounds could be
put. In both Tolkmith and Ladd, the inventor had made conjectures of
“possible applications based on some similarity in chemical structure
with old compounds of established utility.”87 However, the deciding
factor in both cases was whether there were “presently existing” or
expected” uses by one skilled in the art. The distinction between
Tolkmith and Ladd was that “parasiticides” were not considered by
the board in Tolkmith, as were the polymers in Ladd, to be a “a class
of compounds the members of which have become well recognized to
be useful for a particular purpose.”88
At the district court level, the United States Court of Appeals Dis-

trict of Columbia Circuit in Petrocarbon, Ltd. v. Watson® held that a
patent specification supporting a claimed invention directed to a
process of forming “new and useful polymers” which, according to
examples in the specification, exhibited heat and acid resistance and
formed “films,” was inadequate under 35 U.S.C. § 112, first para-
graph.”’ Specifically, despite the appellants’ assertion that the disclo-
sure was adequate under Bremner as “an assertion of utility and an
indication of the use or uses intended,”91 statements of heat and acid
resistance of the polymers were not reflective of the properties of the
film, nor did they explain how the film was to be used. As stated by
the court:

If the specification had indicated a particular use for the

film, and if the question before us was whether the lan-

guage used was sufficient to explain this use to one skilled

in the art, then testimony of experts might well have been

received. But the present specification, while indicating

86 Id
8 Tolkmith, 102 U.S.P.Q. at 466.
8 Ladd, 112 U.S.P.Q. at 338.
% Petrocarbon Ltd. v. Watson, 247 F.2d 800 (D.C. Cir. 1957).
90
Id.
11d. at 801.
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useful properties of the new polymers (hear [sic] and acid
resistance), makes no such statement as to the film, or ex-
plains how the film is to be used. Since the word “film”
by itself does not connote a particular use, the specifica-
tion is defective as a matter of law.”*

In re Nelson,”® was an appeal from the Patent Office Board of Ap-
peals in which Judge Rich, for the Court of Customs and Patent Ap-
peals, held, similarly to the board in Lada,’,94 that novel intermediate
compounds that are useful “in well known reactions to produce ster-
oids of a class at least some members of which are known to have
useful therapeutic properties,”9 meet the statutory requirement of
utility.96 Further, the court in Nelson disputed any requirement that
statutory utility must be a “presently existing ‘practical’ usefulness’:

The Patent Office position seems to have been that there

must be a presently existing “practical’ usefulness to some

undefined class of persons. We have never received a clear

answer to the question “Useful to whom and for what?”

Surely a new group of steroid intermediates is useful to

chemists doing research on steroids, and in a “practical”

sense_ too. Such intermediates are “useful” under section

101.
This reasoning by the court extended to an argument made by the
Patent Office that was interwoven into the utility rejection, whereby
the specification, by failing to provide a presently existing practical
utility, failed to enable the claimed invention under § 112. Specifi-
cally, the board stated, as quoted by the court in Nelson:

“There is no assertion in appellant’s specification that they

are able to synthesize an active digitalis glycocide from

their intermediate, nor any other specific physiological ac-

tive steroid having a hydroxyl group in the 14-position or

with a 14, 15-double bond.” [Emphasis ours.]

“.... there is no evidence before us that... appellants ever
produced a useful steroid from their... intermediates.”
[Emphasis ours.]

“35 U.S.C. [§] 112 requires an applicant to fully de-

”1d.

% In re Nelson, 280 F.2d 172 (C.C.P.A. 1960).

™ Ladd, 112 U.S.P.Q. at 338.

% Nelson, 280 F.2d. at 180.

% Id. at 181 (“We conclude that the claimed compounds are ‘useful’ within the
meaning of section 101 and that there is disclosure of the utility in the specifi-
cation.”).

" Id. at 180.
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scribe how to make and use the invention and to set forth

the best mode contemplated of carrying it out. Clearly ap-

pellants have failed to do that in this case because they

have not shown how their intermediate may be used to pre-

pare a single useful steroid. We are unable to conclude that

a method for doing this would be obvious to one skilled in

the art.” [Board’s emphalsis.]98
The court stated that, in effect, the Patent Office was imposing a re-
quirement that was not based on the “‘how to use’ provision of §
112,” but, rather, a higher threshold of a demonstration of a physio-
logically active embodiment:

What the Patent Office is really trying to insist on here has

nothing to do with the “how to use” provision of § 112. It

is demanding some different, or greater, or more commer-

cial or more mundane use than the one disclosed. Just what

kind of use, we have been unable to discover although it is

apparent that the Patent Office would have been satisfied if

the new compounds, or their steroids made therefrom, had

possessed therapeutic activity.99
The court held that previous decisions by the board, such as in Tolk-
mith, were contrary to legal precedent, namely Bremner:

Essentially the reason given by the board for its decision af-

firming the rejection seems to be that appellants have not

shown the production from their new androstenes of a sin-

gle physiologically active steroid. While the board itself

has rendered some decisions tending to support its view

that this is necessary, notably Ex parte Tolkmith,..., the only

higher authority cited which is in [sic] Ii_)oint is the opinion

of this court in the Bremner case, supra. 00
Further, although Judge Rich asserted that the basis for the decision
in Bremner was the predecessor statute to 35 U.S.C. § 112,' the
predecessor statute to 35 U.S.C. § 101 was cited by the court in
Bremner in the same passage.'”” Moreover, the court quoted

*Id. at 176-77.

*Id. at 183.

100 77

"' 1d. at 183 (“The Bremner case, 182 F.2d 216, 217, 37 C.C.P.A. 1032, decided
by this court in 1950, sustained a rejection on the ground that the specification
failed to comply with RS 4888 (35 U.S.C., 1946 ed., 33, the predecessor stat-
ute to 35 U.S.C. § 112).”).

"2 Bremner, 182 F.2d at 217 (“It was never intended that a patent be granted
upon a product, or a process producing a product, unless such product be use-
ful. See subsection 8 of section 8 of Article I, United States Constitution; R.S.
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Bremner as requiring “an assertion of utility and an indication of the
use or uses intended,”'® and that appellants’ claimed steroid com-
pounds met the so-called “‘rule’ of Bremner’:

It is clear to us that the above “rule” of the Bremner case

has been fully met in appellant’s application. They have

asserted that the new steroid compounds are useful and

they have indicated that the intended use is in the field of

steriod [sic] chemistry wherein they have utility as inter-

mediates in synthesizing other steroid compounds. Nothing

in the Bremner case requires more.'*
Therefore, despite Judge Rich’s statement regarding the statutory ba-
sis for the decision in Bremner, the “rule” of Bremner, as character-
ized by Judge Rich, was limited to a requirement of making an asser-
tion of usefulness and an indication of intended use, as opposed to
providing enablement under 35 U.S.C. § 112. Even the “assertion”
requirement was minimized by Judge Rich. The court, in a footnote,
stated that “mere assertion” of utility was a “meaningless formality”
in view of the fact that even filing a patent application constituted an
assertion that an invention is new and useful:

n. 4. The first law point discussed in the Bremner opinion

was that a patent specification is required by law to assert

“utility” and the factual finding was that it did not. We find

on review of the record that the court was mistaken in say-

ing that there was no assertion of utility, for the opening

statement of the Bremner, et al. specification was that the

invention was ‘“new and useful.” Upon reflection, we are

now of the opinion that a mere assertion of utility in a speci-

fication is a meaningless formality and no more required by

law than an assertion of novelty. We think it only reason-

able to infer from the fact of filing an application that the

applicant asserts that the invention is new and useful, for

unle§§5 it is both he has no right to a patent. 35 U.S.C. §

101.

The court in Nelson specifically stated that their decision was con-

sistent with Bremner and differed in the holding because of the facts

4886 (35 U.S.C. 31); R.S. 4888 (35 U.S.C. 33).”). R.S. 4886 stated, in part:
“That any person who has invented or discovered any new and useful art, ma-
chine, manufacture, or composition of matter, or any new and useful improve-

ment thereof . . . may ... obtain a patent therefore.”
'* Nelson, 260 F.2d at 183.
104 g

195 14, at 183.
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in each case.'” In particular, Judge Rich found that disclosure of the
products described in Bremner as ‘“resins,” is “to a chemist... broad
enough to include a wide variety of diverse materials and... has no
definite meaning.”'”” As viewed the court, asserting that a “resin” is
inherently useful, as argued by the appellants, on the basis that it is
solid at room temperatures and melts at a higher temperature and
therefore can be molded, “no more indicates or suggests a use than
stating that big pieces of material can be cut up into little pieces.”'®®

Nevertheless, the decision rendered in Nelson was not a holding
that all compounds are inherently useful:

We are not holding that all compounds are inherently useful

as “intermediates.” ... What the Bremner rule requires is

that an application shall make known to those skilled in the

art something that can be done with the new compound and

not, through silence, leave the matter entirely to speculation

or independent investigation.'”
Further, the court declined to accept the holding in Petrocarbon,
which failed to find statutory utility in use of claimed polymers to
form a ‘film,” because, according to Judge Rich, and contrary to the
holding in Petrocarbon, one skilled in the “plastics art, ... would
know of many possible uses for the polymers and how to use
them.”''?

Judge Worley dissented from the majority opinion on policy
grounds, namely, that granting a patent in this case would be an “un-
earned monopoly” that would prevent others from experimentation
on pain of infringement:

Patent rights are valuable rights and should be earned by
those who seek patent monopolies. But the net effect of
granting a patent here will be to give appellants an un-
earned monopoly on a substantial area in the field of chem-
istry, and prevent others, unless they are willing to risk in-
fringement, from also eXPerimenting in a field which
should remain open to all."'
Judge Kirkpatrick also dissented, but on the basis that, absent a show-
ing in the specification, the invention could be frivolous:

1% 1d. at 185 (“We believe our decision in this case to be consistent with the op-
posite result reached in the Bremner case because of the differences in the
facts.”).

107 Id.

"% Id. at 183.

' Id. at 185.

"0 1d. at 186.

" 1d. at 190 (Worley, J., dissenting).



26 JOURNAL OF HIGH TECHNOLOGY LAW Vol. VINo. 1

At the very least, even by Justice Story’s standard, [appli-
cant] must show that [the invention] is neither frivolous nor
injurious to the “well being *** of society.” I do not sup-
pose that this applicant’s product is injurious to the well be-
ing of society but for all that he tells us in his specification
it could be, and, though it may well be that he has spent
time and labor in a sincere effort to create something which
would be a benefit, one could call the result frivolous de-
spite its impressive formula if it should turn out to have no
use of any kind.'"?

In In re Wilke,'" Judge Smith reversed a Patent Office Board of
Appeals decision and held that, although a product claim failed to
comply with 35 U.S.C. § 112, first paragraph, for failure to suffi-
ciently describe “how to use two of the four addition products
grouped in claim 36,”"'* claims directed to a process of forming such
products in the same application were adequately supported under the
same statute.''’ Judge Smith stated for the majority in Wilke that
there was no evidence of Congressional intent to support an interpre-
tation by the Patent Office of Bremner, whereby “the specification
must teach a use for the product of a claimed process”:

"2 1d. at 191 (Kirkpatrick, J., dissenting).

3 In re Wilkie, 314 F.2d 558 (C.C.P.A. 1963).

"% Id. at 564 The court stated:
Thus, we are unable to find any description of how fo
use two of the four addition products grouped - claim
36. We therefore affirm the rejection of claim 36 under
35 U.S.C. § 112 as being based on an insufficient de-
scription of how to use the claimed products. Id.

"3 1d. at 565. The court stated:
We pass now to an analysis of process claims 18-27, in-
clusive, to ascertain whether they are in fact directed to
an invention which is adequately supported in the speci-
fication to meet the requirements of 35 U.S.C. § 112.
These claims are each process claims directed to certain
process steps disclosed in the specification to produce
the products disclosed therein.

When so considered, we find that claims 18-27, inclusive, are
sufficiently supported by the specification. Referring to these
claims it will be seen claim 18 recites the conditions for a
process which involves a reaction using from 1-4 molecules of
maleic acid anhydride. The process produces a product which is
described as being an intermediate in the production of a
plasticizer. Id.
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It is our opinion, therefore, that claims 18-27, inclusive, de-

fine the steps of the process disclosed in the specification

and that such steps are disclosed in the specification suffi-

ciently to teach one of ordinary skill in this art how to carry

out the claimed processes. This is a sufficient compliance

with 35 U.S.C. § 112. We decline to apply to these process

claims the statement in the Bremner case from which the

Patent Office has extracted the so-called “rule of Bremner,”

i.e., that the specification must teach a use for the product

of a claimed process. Had this been the intent of Congress,

we are certain that it would have been so stated in 35

US.C. § 112. Instead, the language of 35 U.S.C. § 112

where applied to a process requires no more than has been

here disclosed."''®
However, the distinction of the facts in Wilkie from those in Bremner
was that in Bremner there was no statement of use of the product.
Judge Smith did not need to apply the “rule of Bremner” because
there was never any determination in Wilke that a statement of use
under 35 U.S.C. § 101 of products was lacking, but rather only that
the how-to-use requirement of 35 U.S.C. § 112 was not satisfied as
applied to those products.

In re Adams was a subsequent decision''” which held that claims
directed to steroids and methods for preparing them met the “how-to-
use” requirement of the first paragraph of 35 U.S.C. § 112 because,
although the specification made reference only to “biological proper-
ties,”' ' they were analogues of known compounds that one skilled in
the art, taking the entire disclosure as a whole, would be enabled to
use.'”” The court further stated that the utility of the claimed com-
pounds, which were described in specification as being of the “andro-
stane and pregnane series,” need not be “conclusively predicted.”120
With respect to claims directed to the method of forming the claimed
compounds, the court generalized the holding of Wilke as imposing
only a reduced standard for claims directed to a method of making a
product, relative to that required to adequately describe how to use a

"1 In re Wilkie, 314 F.2d at 565-66.

"7 In re Adams, 316 F.2d 476 (C.C.P.A. 1963).

"8 14, at 477.

"9 Id. at 478.(“We are of the opinion that when the entire disclosure, taken as a
whole, is considered, one skilled in the art would be enabled to use the com-
pounds.”).

29 1d. (“Contrary to the statement of the examiner referred to by the board, it
need not be ‘conclusively predicted’ that androgenic or progestational activity
is present in order to enable one skilled in the art to use the invention.).
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claimed product produced by the method.'?!

Judge Martin, concurring in part and dissenting in part, objected to
the holding on the basis that “there is a high degree of unpredictabil-
ity in the steroid field and that this unpredictability would render an
assumption of related biological activity based on a similarity of
structure of various steroid derivatives incorrect.”'** Judge Martin
concluded that “it does not seem apparent to me that a steroid chemist
would know how to use the claimed compounds from the information
disclosed in appellants’ application.”'*

In yet another case directed to an appeal from the Patent Office
Board of Appeals, Judge Worley in In re Diedrich,"** held that a Ger-
man patent specification could not be relied upon by appellants for a
filing date because an intervening U.S. patent application in the series
that was abandoned by the a}ljgellants did not adequately disclose how
to use the claimed products. > As with Tolkmith, the court held that
general allegations of use can be overly broad.'*® As in previous de-
cisions, a general statement of utility was held by the court to provide
insufficient guidance to enable one skilled in the art to use the inven-
tion, contrary to the statutory mandate of 35 U.S.C. § 112.17

The majority opinion in In re Szwarc,'™® held, like the court in
Wilke, that ““a specification which teaches those skilled in the art how
to use the [claimed] process, i.e., by disclosing the manipulative steps
of the process, the required operating conditions and the starting ma-
terials so that the [claimed] process may be used by a person skilled
in the art, meets the requirements of 35 U.S.C. § 112.% Judge
Smith, who wrote the opinion, asserted that “[i]t is not necessary to
specify the intended uses for the product produced therein.”'*’ He
explicitly stated that there had “been ‘a modification of the control-

"'In re Adams, 316 F.2d at 478 (“The disclosure of how the product is used is
not required to be as complete in order to show how to use the method of mak-
ing the product as it is with product claims. In re Wilke, 314 F.2d 558 . ...”).

"2 Id. at 479 (Martin, J., concurring in part and dissenting in part).

"2 1d. at 480 (Martin, J., concurring in part and dissenting in part).

124 In re Diedrich, 318 F.2d 946 (C.C.P.A. 1963).

' 1d. at 948.

12 1d. at 951 (“To say merely that an invention is useful as a pharmaceutical,
even coupled with the recitation of certain properties, falls far short of satisfy-
ing the precise demands of section 112.”).

27 Id. (“We agree with the board that one skilled in this art would not know how
to use the compounds in issue on the basis of the disclosure of appellant’s par-
ent application, hence it fails to satisfy the demands of 35 U.S.C. § 112.”).

8 In re Szwarc, 319 F.2d 277 (C.C.P.A. 1963).

"2 1d. at 286.

U
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ling legal principles’ as to the proper interpretation of 35 U.S.C § 112
as applied to process claims since the Bremner decision in 1950.”"!
As in Wilkie, there was no determination that the specification
lacked an adequate statement of intended use of the products formed
by the claimed process.13 ? Therefore, just as in Wilkie, there was no
need for Judge Smith to make reference to Bremner in Szwarc be-
cause, as discussed above, the Bremner decision did not extend to
process claims in a specification where “an assertion of utility and an
indication of the use or uses intended”'* of the resulting product had
been made but not in an enabling manner, since, in Bremner, no as-
sertion of utility of the product had been made at all. In short, the
holding by the court in Bremner did not apply to the facts in Szwarc.
Judge Smith also wrote the majority opinion in In re Manson'* in
which he stated that the only issue was “whether an applicant for a
patent on a new process for making a known compound must estab-
lish a utility for such a compound, in order to satisfy the requirements
of Rule 204(b) preparatory to having an interference declared be-
tween his application and a prior patent.”13 > In essence, Judge Smith
addressed the question of whether satisfaction of the utility require-
ment, as applied to a claimed process, mandated an assertion in the
specification of a utility for the product formed by the process.
Holding in the negative, thereby reversing the decision by the
board, the court in Manson acknowledged that Wilkie was limited to
35 U.S.C. § 112, but, as in Szwarc, the basis for the court’s holding
was a characterization of the reasoning in Wilkie that purported to
overrule Bremner:
It seems clear from the present record that the Patent Of-
fice refused to accept appellant’s affidavits on the philoso-
phical basis that unless a compound is known to be useful,
a process for making the compound is not useful under
section 101 and hence not patentable. Thus the case of In
re Wilkie and Pfohl, 314 F.2d 558, 50 CCPA 964, cited by
appellant and argued by both parties, is not directly con-
trolling here since it dealt with the adequacy of the speci-
fication with respect to a disclosure of “how to use” under
section 112.
As to whether a specification must show how to use the

131 Id

B2 1d. at 284.

133 Bremner, 182 F2.d at 217.

'3 In re Manson, 333 F.2d 234 (C.C.P.A. 1964).
135 1d. at 235.
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product of a claimed process, however, our holding in

Wilkie made it abundantly clear that it is not necessary so

to do. In the present case, our holding that where a

claimed process produces a known product it is not neces-

sary to show utility for the product eradicates, as to the

process claims, whatever remained of the so-called “rule

of Bremner” subsequent to our decision in Wilkie. See

also In re Szwarc, 319 F.2d 277, 50 CCPA 1571."%°
However, as discussed above, the court in Wilkie did not overrule
Bremner. Rather, Judge Smith in Wilkie merely declined to extend
35 U.S.C. § 112, first paragraph, to a description in the specification
of how to use the product of a claimed process. As also described
above, the decision in Wilkie was not inconsistent with Bremner, in
that, contrary to Bremner, there was no question in Wilkie of whether
the specification included ‘““an assertion of utility and an indication of
the use or uses intended,” of the product formed by the process
claimed. Further, the court in Szwarc, as in Wilkie did not question
whether the specification provided a sufficient statement of utility
under 35 U.S.C. § 101."

Unlike Wilkie and Szwarc, Judge Smith in Manson, by holding that
a patent specification need not establish utility of a known product
formed by a claimed process, did overrule Bremner because, unlike
Wilkie and Szwarc, satisfaction of the requirement under 35 U.S.C. §
101 was specifically at issue. In other words, whereas the court in
Bremner held that “the law requires that there be in the application an
assertion of utility and an indication of the use or uses intended,”138
and that “[i]t was never intended that a patent be granted upon a
product, or a process producing a product, unless the product be use-
ful,”"* the court in Manson held that a claimed “process is ‘useful,’
as a matter of law, if it operates as disclosed to produce its intended
result or perform its intended function and if it is not, in operation or
result, detrimental to the public interest.” 14
Judge Smith, in essence, abrogated at least the portion of the hold-

ing in Bremner that required “an assertion of utility and an indication
of the use or uses intended”'*' of the product of a claimed process.
The basis for holding contrary to Bremner was a narrow reading of

B 1d. at 237.
B7 Szwarc, 319 F.2d at 284-5.
138 Bremner, 182 F.2d at 217.
139

Id.
0 Manson, 333 F.2d at 237-38.
41 Bremner, 182 F.2d at 217.
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35 U.S.C. § 101 that limits the statute, in the case of formation of a
known product, to operability of the process of its formation, inde-
pendent of any assertion of utility of the product formed:
As there defined [in 35 U.S.C. § 101] , a process is a
separate category of patentable invention. Clearly, a
process which operates as disclosed to produce a known
product is “useful” within the meaning of section 101.
To add to this section the further requirement that such a
process is “useful” only when a “use” for a known end
product is disclosed seems to us to be an improper arro-
gation of the authority delegated to Congress by the Con-
stitution. Had such a restriction been intended by Con-
gress, we believe it would have been directly stated either
in section 101 or in the definition of a process found in
section 100(b). We take the omission of any such re-
quirement to be determinative of the issue here.'**
C.Brenner v. Manson: The Modern Standard for Statutory
Utility
On appeal, in Brenner v. Manson, the Supreme Court broad-
ened the scope of the issue in Manson beyond that of establishing use
of end products that are known.'** As stated by Justice Fortas, two
issues were to be decided in Brenner:
This case presents two questions of importance to the ad-
ministration of the patent laws: First, whether this Court
has certiorari jurisdiction, upon petition of the Commis-
sioner of Patents, to review decisions of the Court of Cus-
toms and Patent Appeals; and second, whether the practical
utility of the compound produced by a chemical process is
an essential element in establishing a prima facie case for
the patentability of the process.145
The first issue was decided in the affirmative.'*® In addressing the

143

"2 Manson, 333 F3d. at 236.

13 Brenner v. Manson, 383 U.S. 519 (1966).

383 U.S. at 530-31. n.16. The Court stated:
Respondent couches the issue in terms of whether the
process yields a ‘known’ product. We fail to see the
relevance of the fact that the product is ‘known,” save
to the extent that references to a compound in scien-
tific literature suggest that it might be a subject of in-
terest and possible investigation. Id.

" 1d. at 520.

"0 1d. at 528 (“We therefore conclude that § 1256 authorizes the grant of certio-

rari in the present case.”).
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second issue, that of “whether the practical utility of a compound
produced by a chemical process is an essential element in establish-
ing a prima facie case for the patentability of the process,” the Court
responded to three points of argument presented by the respondent
(Manson). The first point was an assertion that the steroid formed by
the claimed process had an adjacent homologue known in the art to
have “tumor-inhibiting effects in mice, and that this discloses the
requisite utility.”'*’ The court rejected this argument on the basis of
lack of predictability in the field of the steroids.'*®

The second and third points raised by the respondent were pre-
sented by the Court as questions: “Is a chemical process ‘useful’
within the meaning of § 101 either (1) because it works—i.e., pro-
duces the intended product? or (2) because the compound yielded
belongs to a class of compounds now the subject of serious scientific
investigation?”'* To answer these questions, the Court spoke to the
“general intent” of Congress and policy considerations.'™

" Id. at 531. Justice Fortas summarized the first argument as follows:

[Respondent] begins with the much more orthodox ar-
gument that his process has a specific utility which
would entitle him to a declaration of interference even
under the Patent Office’s reading of § 101. The claim is
that the supporting affidavits filed pursuant to Rule
204(b), by reference to Ringold’s 1956 article, reveal
that an adjacent homologue of the steroid yielded by his
process has been demonstrated to have tumor-inhibiting
effects in mice, and that this discloses the requisite util-
ity. Id.

%% 383 U.S. at 531-32. The Court explained:
Even on the assumption that the process would be pat-
entable were respondent to show that the steroid pro-
duced had a tumor-inhibiting effect in mice, we would
not overrule the Patent Office finding that respondent
has not made such a showing. The Patent Office held
that, despite the reference to the adjacent homologue, re-
spondent’s papers did not disclose a sufficient likelihood
that the steroid yielded by this process would have simi-
lar tumor-inhibiting characteristics. Indeed, respondent
himself recognized that the presumption that adjacent
homologues have the same utility has been challenged in
the steroid field because of ‘a greater known unpredict-
ability of compounds in that field.” Id.

" 1d. at 532.

9 1d. As stated by the Court:
These contentions present the basic problem for our ad-
judication. Since we find no specific assistance in the
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With respect to the first question, the Court stated that, where an
inventor has not established a “specific utility” for a process, the pol-
icy of disclosing new discoveries was out-weighed by the “more
compelling consideration” of the prospect of granting monopolies
that would “block off whole areas of scientific development, without
compensating benefit to the public”:

Whatever weight is attached to the value of encouraging
disclosure and of inhibiting secrecy, we believe a more
compelling consideration is that a process patent in the
chemical field, which has not been developed and pointed
to the degree of specific utility, creates a monopoly of
knowledge which should be granted only if clearly com-
manded by the statute. Until the process claim has been re-
duced to production of a product shown to be useful, the
metes and bounds of that monopoly are not capable of pre-
cise delineation. It may engross a vast, unknown, and per-
haps unknowable area. Such a patent may confer power to
block off whole areas of scientific development, without
compensating benefit to the public.151

According to the Court, prerequisite to granting a patent on a proc-
ess, the quid pro quo of benefit to the public mandated that the utility
of the invention be “substantial,” and that the process be developed to
the point where benefit derived by the public is “specific” and “exists
in currently available form™:

The basic quid pro quo contemplated by the Constitution
and the Congress for granting a patent monopoly is the
benefit derived by the public from an invention with sub-
stantial utility. Unless and until a process is refined and
developed to this point— where specific benefit exists in
currently available form—there is insufficient justification
for permittin% an applicant to engross what may prove to be
a broad field."”

With respect to the second question, of whether a chemical process
is “useful” if “the compound yielded belongs to a class of compounds
now the subject of serious scientific investigation,” the Court stated
that the potential for benefit as the subject of scientific research was

legislative materials underlying § 101, we are remitted
to an analysis of the problem in light of the general in-
tent of Congress, the purposes of the patent system, and
the implications of a decision one way or the other. Id.
1383 U.S. at 534.
2 Id. at 534-35.
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an inadequate basis in support of “utility.”153 The Court relied on

three decisions to support this proposition, stating that, “the decisions
of the C.C.P.A. are in accord with the view that a product may not be
patented absent a showing of utility greater than any adduced in the
present case.”' ™ Oddly, the three cases relied on by the Court, In re
Bergel,155 Inre Nelson,156 and In re Folkers,157 all found that the util-
ity requirement had been met. Further, with regard to Nelson, and as
discussed above, the utility requirement had been found to be met
with respect to a claimed product because it belonged to a class of
compounds, androstenes, which Judge Rich characterized as being
“of a type which steroid chemists can use in well-known reactions to
produce steroids of a class at least some members of which are
known to have useful therapeutic properties.”158 Nevertheless, the
Court in Brenner found that a “potential role as an object of use test-
ing,” was an inadequate basis for “utility” either for the product or
the process “which yielded the unpatentable product.”’”® The Court
stated that to do so would be to equate a patent with a hunting li-
cense: “But a patent is not a hunting license. It is not a reward for the
search, but compensation for it’s successful conclusion. ‘[A] patent
system must be related to the world of commerce rather than to the

3 1d. at 535.

154 1y

133 In re Bergel, 292 F.2d 955, 958 (C.C.P.A. 1961). The court stated:

That appellants’ compounds actually do inhibit the
growth of the transplanted cancer strain is not ques-
tioned. In our opinion, that achievement is sufficient to
satisfy the express language of section 101, and is in
harmony with the basic constitutional concept of pro-
moting the progress of science and the useful arts. Id.

1% Nelson, 280 F.2d at 181 (“We conclude that the claimed compounds are ‘use-
ful’ within the meaning of section 101 and that there is a disclosure of utility in
the specification.”).

5 In re Folkers, 344 F.2d 970, 975 (C.C.P.A. 1965) (“We think appellants have
made a contribution to the art by inventing a new and unobvious composition
of matter and have complied with the requirement of 35 U.S.C. § 101 that their
invention be useful.”). Id.

%8 Nelson, 280 F.2d at 180.

'3 Brenner, 383 U.S. at 535. As stated by the Court:

We find absolutely no warrant for the proposition that
although Congress intended that no patent be granted on
a chemical compound whose sole ‘utility’ consists of its
potential role as an object of use-testing, a different set
of rules was meant to apply to the process which yielded
the unpatentable product. /d.
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realm of philosophy....””'®  Therefore, the Court reversed Judge

Smith’s decision in the lower court and held, with respect to the sec-
ond issue in the case, that “the practical utility of a compound pro-
duced by a chemical process is an essential element in establishing a
prima facie case for the patentability of the process.”161

The Court also commented extensively on legal precedent at the
C.C.P.A., beginning with Judge Rich’s opinion in Nelson. The Court
characterized the holding in Nelson as the beginniné% of a trend by the
C.C.P.A. to move “sharply away from Bremner,”'** because the ma-
jority opinion in Nelson found that claimed chemical intermediates
were considered “‘useful to chemists doing research on steroids,” de-
spite the absence of evidence that any of the steroids thus ultimately
produced were themselves ‘useful.””'®® The Court in Brenner further
described the “trend” purportedly initiated by Nelson as having “ac-
celerated, culminating in the present case where the court held it suf-
ficient that a process produces the result intended and is not ‘detri-
mental to the public interest.””'® The acceleration noted by the
Court was attributed to Wilkie, Adams and Szwarc. With reference to
Wilkie and Adams, the Court referenced holdings that 35 U.S.C. §
112 “was satisfied even though the specification recited only the
manner in which the process was to be used and not any use for the
products thereby yielded.”'®

As discussed above, in Wilkie, the court determined that the rejec-
tions by the board were based solely on 35 U.S.C. § 112; there was
no rejection under 35 U.S.C. § 101. % Asa question of enablement,
the court merely declined to apply Bremner as interpreted by the Pat-
ent Office, whereby claims directed to a method of making a product

''1d. at 536.

"1 1d. at 520.

' 1d. at 530.

' Brenner, 383 U.S. at 530. Interestingly, and as later commented upon by
Judge Rich in his dissent in In re Kirk, 376 F.2d 939 (C.C.P.A. 1967), the
Court in Brenner misstated the claimed subject matter in Nelson as a process
rather than a product. (“There [in Nelson], the court reversed the Patent Of-
fice’s rejection of a claim on a process yielding chemical intermediates ‘useful
to chemists doing research on steroids,” despite the absence of evidence that
any of the steroids thus ultimately produced were themselves ‘useful.”” Id. at
530 (emphasis added)).

164 Id.

' Id. at n.15.

' Wilkie, 314 F.2d at 562 (“Despite the present effort of the solicitor to bring 35
U.S.C. § 101 into this appeal, we agree with the board that the rejection of the
appealed claims is based solely on appellants’ failure to disclose their inven-
tion as required by 35 U.S.C. § 112.”).
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required a description of how to use the product formed. Instead, it
was sufficient that there be “an assertion of utility and an indication
of the use or uses intended,” which, with respect to the facts of
Wilkie, apparently had been met (or at least was not the basis for re-
jection of the claims by the board, as determined by the court) be-
cause the specification, according to the court, described the product
formed by the claimed process as “an intermediate in the production
of a plasticizer.”'® However, since Bremner only stated that “the
law requires that there be in the specification an assertion of utility
and an indication of the use or uses intended,” and that “[i]t was
never intended that a patent be granted upon a product, or a process
producing that product, unless such product be useful,”'® there is no
explicit requirement in Bremner mandating that, beyond an assertion
of utility and an indication or the use or uses intended for a product
formed by a process, that there be also an enabling description of
how to use that product in order to adequately support process claims.
Therefore, the court’s decision in Wilkie to decline applying the “rule
of Bremner” as interpreted by the Patent Office, rather than being a
trend away from Bremner, as characterized by the Court in Brenner,
could instead be seen as an overstatement of Bremner by the Patent
Office in that Bremner never clearly stated that, in addition to includ-
ing “an assertion of utility and an indication of the use or uses in-
tended,”'® an application need also describe an enabling method of
how to use a product formed by a claimed process.

Adams, like Wilkie, was concerned only with the enablement re-
quirement of 35 U.S.C. § 112 as applied to a claimed product and a
claimed process for forming that product. With respect to the
claimed process, the court relied on Wilkie for the proposition that the
“disclosure of how the product is used is not required to be as com-
plete in order to show how to use the method of making the product
as it is with product claims.”'”® With respect to both the product and
the process claims, the court held that, upon consideration of the en-
tire disclosure “taken as a whole,” one skilled in the art would be en-
abled to use the compounds.171 Therefore, as with Wilkie, where the
utility requirement of 35 U.S.C. § 101 was met, and the only question

17 1d. at 565 (“When so considered, we find that [process] claims 18-27, inclu-
sive, are sufficiently supported by the specification . ... The process pro-
duces a product which is described as being an intermediate in the production
of a plasticizer.”).

' Bremner, 182 F.2d at 217.

169

1d.
' Adams, 316 F.2d at 478.
171 Id.
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was of satisfaction of the enablement requirement under 35 U.S.C. §
112, satisfaction of that requirement as applied to the process claims
did not require an enabling disclosure of how to use the product
formed by the claimed process.

The Court in Brenner also noted that the majority opinion in
Szwarc “acknowledged that its view of the law resgecting utility of
chemical processes had changed since Bremner.”'’” However, as
also discussed above, although Judge Smith in Szwarc specifically
stated that the “so-called ‘rule of Bremner’ as applied to process
claims, no longer exists in this court,”173 the specification in Szwarc
met the requirements of U.S.C. § 101; the only question to be decided
by the court in Szwarc was whether process claims must be supported
by a specification that provides an enabling description of how to use
the resulting product formed by the claimed process. Therefore,
Szwarc, like Wilkie and Adams, and contrary to Judge Smith’s sug-
gestion in Szwarc, did not, in fact, overrule Bremner, but only the
“rule of Bremner” established by the Patent Office as its interpreta-
tion of Bremner, wherein, as stated in Wilkie, “the specification must
teach a use for the product of a claimed process,” sufficient to meet
the requirements of 35 U.S.C. § 112.'"

The holding by the Court in Brenner, whereby 35 U.S.C. § 101
mandates a “practical utility of the compound produced by a chemi-
cal process” as “an essential element in establishing a prima facie
case for the patentability of the process,”175 is consistent with Wilkie,
Adams, and Szwarc, and clarifies the holding in Bremner; there is no
requirement in this holding, despite the dicta recited above, requiring
an enabling disclosure of how to use the product of the claimed proc-
ess. Instead, it only overruled Judge Smith’s decision in the lower
court in Manson that no assertion of utility or indication of the use or
uses intended for a product is required to support a claim to a process
for forming that product.

Justice Harlan concurred with the portion of the majority decision
regarding certiorari jurisdiction, but dissented from the holding with
respect to patentability.'’® The basis for his dissent stemmed from
the policy considerations asserted by the majority concerning the
quid pro quo of disclosure and the utility of research:

The further argument that an established product use is part

' Brenner, 383 U.S. at 530, n.15.

'3 Szwarc, 319 F.2d at 285.

" Wilkie, 314 F.2d at 566.

'S Brenner, 383 U.S. at 519.

' Id. at 536 (Harlan, J., concurring in part and dissenting in part).
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of “[t]he basic quid pro quo’... for the patent or is the req-

uisite “successful conclusion” ... of the inventor’s search

appears to beg the very question whether the process is

“useful” simply because it facilitates further research into

possible product uses.'”’
Justice Harlan strongly suggested that the fact that a product may be
the subject of research may indeed be a sufficient utility:

What I find most troubling about the result reached by the

Court is the impact it may have on chemical research.

Chemistry is a highly interrelated field and a tangible bene-

fit for society may be the outcome of a number of different

discoveries, one discovery building upon the next. To en-

courage one chemist or research facility to invent and dis-

seminate new processes and products may be vital to pro-

gress, although the product or process be without “utility”

as the Court defines the term, because that discovery per-

mits someone else to take a further but perhaps less diffi-

cult step leading to a commercially useful item. In my

view, our awareness in this age of the importance of

achieving and publicizing basic research should lead this

Court to resolve uncertainties in its favor and uphold the re-

spondents’ position in this case.'”®

In re Folkers, et al.,'"”” was decided in 1965, after Manson, but be-

fore the decision on appeal to the Supreme Court in Brenner. Judge
Worley for the Court of Customs and Patent Appeals held that de-
scription of the physical properties of newly described compounds
was sufficient to satisfy the requirements of 35 U.S.C. § 101'® and
35 US.C. § 112."%8 In particular, the court found that a statement
within the specification that the compounds were “involved” in “elec-
tron transport alctivity”182 was a sufficient statement of utility under
35U.S.C. § 101:

The question here is not whether the property of electron

transfer is a use, but whether knowledge of that property

necessarily and implicitly renders it readily apparent to one

of ordinary skill that the present compounds are useful. We

think logic and reason require an affirmative answer to the

177

Id. at 537 (Harlan, J., concurring in part and dissenting in part).
178

Id. at 539 (Harlan, J., concurring in part and dissenting in part).

' In re Folkers, 344 F.2d 970 (C.C.P.A. 1965).

"*01d. at 974.

"*1'1d. at 976.

"2 1d. at 971, n.3 (“This material is also named Coenzyme Q in later publica-
tions. Itis involved in the electron transport activity of mitochondria.”).
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latter question.
On the facts of this case, we are of the view that appel-

lants have satisfied the requirements of Section 101 by set-

ting forth the fact their compounds are hydroquinones and

quinones, and reciting that the comé})ounds possess the

property of electron transport activity.'*®
The court further stated that the claimed compounds of the invention
were useful because they belonged to a class of compounds which
were “well recognized as useful for a particular purpose because of a
particular property.”'**

Also, like the court in Nelson, Judge Worley premised utility, at
least in part, on usefulness of the claimed compounds in “the study of
enzyme systems which are responsible for and necessary to the life
function of metabolism, the conversion of food to energy.”'® The
policy considerations by Judge Rich in Nelson and by Judge Worley
in Folkers when considering satisfaction of the utility standard under
35 U.S.C. § 101 are essentially identical. For example, in Nelson,
Judge Rich stated:

The new androstenes, being useful to research chemists for
the purposes disclosed by appellants, are clearly useful to
society and their invention contributes to the progress of an
art which is of great potential usefulness to mankind. They
are new steroids which in known ways can be made into
other steroids, thus furthering the development of this use-
ful art.

We conclude that the claimed compounds are “useful”
within the meaning of section 101 and that there is a disclo-
sure of utility in the specification.'

Judge Worley, in Folkers, stated, in turn:

Other compounds of the quinone nature, but further re-
moved in chemical structure from Q-275 than the presently
claimed compounds, had no effect in restoring succinoxi-

"3 1d. at 974.

'8 In re Folkers, 344 F.2d at 975 (“Since appellants’ newly discovered com-
pounds belong to a class of compounds, the members of which have become
well recognized as useful for a particular purpose because of a particular prop-
erty, the only reasonable conclusion is that the new compounds, also possess-
ing that property, are similarly useful.”).

" Id. atn.9 (“We also agree with appellants that their compounds are useful to
the biochemist in the study of enzyme systems which are responsible for and
necessary to the life function of metabolism, the conversion of food to en-
ergy.”).

% Nelson, 280 F.2d at 181.
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dase activity when added to the extracted mitochondria in
concentrations comparable to that used for Q-275, hence
were of no further use in the study of that particular en-
zyme system. On the other hand, appellants have effec-
tively stated in their specification that their compounds
have the activity of Q-275 and are of use in maintaining
cellular succinoxidase activity in an in vitro system.
We think appellants have made a contribution to the art
by inventing a new and unobvious composition of matter
and have complied with the req7uirement of 35 U.S.C. § 101
that their invention be useful.'®
Similarly, the court in Folkers parallels the analysis made by Judge
Rich in Nelson with respect to satisfaction of the enablement re-
quirement under 35 U.S.C. § 112. Specifically, Judge Rich in Nelson
stated:
In other words, compliance with the law does not necessar-
ily require specific recitations of use but may be inherent in
description or may result from disclosure of a sufficient
number of properties to make a use obvious; and where
those of ordinary skill in the art will know how to use, the
applicant has a right to rely on such knowledge. If it will
not be sufficient to enable them to use his invention, he
must supply the know-how.'®®
Judge Worley applied a parallel argument in Folkers:
The fact that the claimed compounds are derivatives re-
lated in chemical structure and significant properties to the
“common and well known” family of hydroquinone and
quinone compounds argues strongly for the proposition that
those skilled in the chemical arts would, without more,
know how to use them.'®
Therefore, as late as 1965, subsequent to the decision by the Court
of Customs and Patent Appeals in Manson, but prior to the decision
by the Supreme Court of the Manson decision on appeal in Brenner,
satisfaction of the utility requirement under 35 U.S.C. § 101 required
only a statement of a property of a claimed compound sufficient to
warrant some usefulness, such as usefulness in research. Also, the
enablement requirement under 35 U.S.C. § 112 mandated only that
one skilled in the art understand that the claimed compound falls
within a class of compounds “that those skilled in the chemical arts

87 Folkers, 344 F.2d at 975.
188 Nelson, 280 F.2d at 184.
189 Folkers, 344 F.2d at 976.
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) 190
would, without more, know how to use....” o

The first major tests of Brenner were In re Kirk'' and In re
Joly,"? which were decided on the same day. Chief Judge Worley
delivered the majority opinion in Kirk, while Judge Almond delivered
the opinion in Joly. Both Judges Rich and Smith filed respective dis-
senting opinions in Kirk and Joly. The claims in Kirk were on appeal
from the rejection by the Patent Office for failure of the specification
“to comply with 35 U.S.C. §§ 101 and 112.”'** They were directed
to steroid compounds described in the specification as “often possess-
ing high biological activity,” as being “of value on account of their
biological properties or as intermediates in the preparation of com-
pounds with useful biological properties,” and “of value in steroid
technology, in the furtherance of steroidal research and in the appli-
cation of steroidal materials to veterinary or medical practice ....”""*
Specific compounds within the scope of the rejected claims were
identified as being “of value as intermediates in the preparation of 6-
methylated aromatic steroidal hormones,” “as intermediates in the
preparation of biologically active compounds and in some cases on
account of their biological properties,” and “as intermediates in the
preparation of compounds with valuable biological properties such as
progestational properties or properties associated with the adrenocor-
tical hormones or as intermediates in the preparation of compounds
with useful biological properties.”195

The contention by appellants in Kirk that the specification met the
requirements of both 35 U.S.C. § 101 and § 112 because “one skilled
in the art would know how to use the compounds of the claims to
take advantage of their presently-existing biological activity,” and
because the compounds “have use as intermediates in the production
of aromatic steroidal hormones and other biologically useful com-
pounds,” which “one skilled in the art would know how to use for
that purpose” was rejected by Judge Worley.196 The court held that
“nebulous expressions” of “biological activity” or “biological proper-
ties” were inadequate to satisfy the requirements of §§ 101 and
112."7 Specifically, the court found that, although five of eighteen
disclosed androstanes were claimed, the specification did not identify

190 Id.

1 Kirk, 376 F.2d 936 .
2 Joly, 376 F.2d 906.
3 Kirk, 376 F.2d at 937.
4 1d. at 938.

%5 1d. at 939.

196 Id.

Y7 1d. at 941.
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which androstanes were useful or what biological properties they
possessed:
It is what the compounds are disclosed to do that is deter-
minative here. In that regard, it is appropriate to note that
the specification does not even intimate that the claimed
compounds of the spirostane and pregnane series them-
selves have “biological activity,” much less the specific
progestational, glucocorticoid or anti-inflammatory activi-
ties mentioned in the affidavit. With respect to the eighteen
androstanes that are disclosed, five of which are claimed
here, it is said they “are of value... in some cases on ac-
count of their biological properties.” There is no sugges-
tion which androstanes are of value for that reason, or what
biological properties make them useful.'”®
The court held that the assertions made of “biological” activity as re-
cited in the specification did not meet the requirements of 35 U.S.C.
§ 101 or § 112."

With respect to use of the claimed compounds as intermediates in
research, the court in Kirk viewed Nelson as being overruled by
Brenner:

The decision in Nelson might well control here—if that
decision were still viable precedent. The question remains,
however, whether the majority view in Nelson—that steroid
chemical compounds may be useful under § 101 if they are
useful to chemists doing research on steroids and can be
used to produce steroids which are members of a general
class some members of which are known to have useful
therapeutic properties—can (Possibly remain the law in
view of Brenner v. Manson.*

The court in Kirk dismissed the sufficiency of general allegations
of utility in research as being rejected by the Supreme Court.”"!
Moreover, the reasoning by the Supreme Court in Brenner was ex-
tended by the court in Kirk to hold that starting materials for a proc-
ess that does not produce a “useful” product also cannot meet the re-

"Kirk, 376 F.2d at 941.

9 Id. at 942 (“We conclude that appellants’ specification does not comply with
§ 101 and § 112 merely on the statements of ‘biological’ activity recited
therein.”).

2% 1d. at 944.

' Id. at 945 (“There can be no doubt that the insubstantial, superficial nature of
vague, general disclosures or arguments of ‘useful in research’ or ‘useful as
building blocks of value to the researcher’ was recognized, and clearly rejected
by the Supreme Court . . . .”).
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quirements of 35 U.S.C. § 101.2°2 The court further held that, con-
trary to Judge Worley’s decision in Folkers, just months before
Brenner, inclusion of a product, obtained from a claimed intermedi-
ate, in a class of compounds that is considered useful, also is inade-
quate as a statement of use under 35 U.S.C. § 101.2%* The court con-
cluded that preceding decisions found to be inconsistent with the
majority’s interpretation of Brenner were overruled. Decisions ex-
pressly overruled were Nelson, Wilkie, Adams and Szwarc.
Judge Rich wrote an extensive dissent in which he asserted that the

decision in Brenner was limited to the narrow holding that:

[Flor the purposes of provoking an interference with a

process claim in an issued patent an applicant for a patent

must disclose that the patent on the same claim must dis-

close that the process produces a “useful” product, that it is

not enough to assert the use of the product is obvious to the

applicant, but some specific use must be mentioned (as

Bremner said), at least in the absence of evidence that a

specific use would be obvious.””
Fundamental to Judge Rich’s interpretation of Brenner is the specific
failure by the Supreme Court to overrule the holding in cases, includ-
ing Nelson and Folkers where the utility requirement was met on the
basis of statements of properties of compounds in common with a
class of compounds known to be useful, or membership of com-
pounds in such a class. As stated by Judge Rich, a “showing of util-
ity” was absent in Brenner (referred to by Judge Rich as “Manson”)
and, therefore, statements made by the Supreme Court alluding to re-
quirements of “practical utility,” or “some specific use,” necessary to
meet the requirement under 35 U.S.C. § 101, as relied upon by the
majority in Kirk, must be dicta:

What the majority makes out of [Brenner v.] Manson by

*Kirk, 376 F.2d at 945 (“It seems clear that, if a process for producing a prod-
uct of only conjectural use is not ‘useful’ within § 101, it cannot be said that
the starting materials for such a process -- i.e., the presently claimed intermedi-
ates -- are ‘useful.’”).

2% Id. (“Nor is it enough that the product disclosed to be obtained from the in-
termediate belongs to some class of compounds which now is, or in the future
might be, the subject of research to determine some specific use.”).

2% Id. at 946 (“It is impossible to reconcile the reasoning and conclusion of the
majority in Nelson, Wilkie, Adams and Szwarc with the majority view in Bren-
ner v. Manson. Therefore, to the extent that those decisions are inconsistent
with Brenner v. Manson and the views expressed herein, they must be, and are,
overruled.”).

2% 14 at 955 (Rich, J., dissenting).
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way of a test for utility under 35 U.S.C. § 101 is that the

compound must have “practical utility,” or “some specific

use.” This is its summation of what is to be found in the

[Brenner v.] Manson passages quoted by the majority. My

own summary of that dictum would be that there must be

specific, substantial utility which provides specific benefit

in currently available form. One reason for characterizing

this as dictum is that the opinion also refers to decisions of

this court, including Nelson, listed in footnote 23 and left

undisturbed, which have required “a showing of utility

greater that any adduced in the present case,” which, it

will be remembered, was zero in [Brenner v.] Manson. The

distinction which must be born in mind is that between

some disclosure of utility and none. The most significant

aspect of Manson’s patent application and his Rule 204(b)

affidavits is that they disclosed no utility whatever for the

compounds produced by his claimed process.206

Interestingly, Judge Worley’s own opinion, in Folkers, was also

recited in Footnote 23 in Brenner as an example of a decision by the
C.C.P.A. “in accord with the view that a product may not be patented
absent a showing of utility greater than any adduced in the present
case.”” Judge Rich noted in his dissent that Judge Worley’s opinion
in Folkers, which was not among those cases Judge Worley overruled
in his majority opinion in Kirk, was indistinguishable from Potter v.
Tone, in that both cases based utility on usefulness in research:

Although the [Brenner v.] Manson opinion makes an argu-

mentative assumption that “Congress intended that no pat-

ent be granted on a chemical compound whose sole ‘utility’

consists of its potential role as an object of use testing,”

there is no citation of prior decisions or legislative history

in support of that assumption, I know of none, that is not

the case here, and the statement appears to be inconsistent

with the action taken by the Court in [Brenner v.] Manson

footnote 17. See Potter v. Tone, 36 App. D.C. 181 (1911),

which is an overlooked part of the history of utility law and

a case relied on by Chief Judge Worley in his opinion in In

re Folkers, 344 F.2d 970, 52 (C.C.P.A. 1269),... a case I

find indistinguishable from this one but in which he found

statutory utility with the unanimous support of the court,

which case he has not overruled. The Supreme Court itself

2% 14 at 948 (Rich, J., dissenting).
27 Brenner, 383 U.S. at 535.
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in footnote 23 of [Brenner v.] Manson, acknowledged the
Folkers case as being one having a showing of utility
“greater than any adduced” by [Brenner v.] Manson.*®
As noted by Judge Rich, footnote 17 of Brenner suggests that the
question of patentability of compounds known only to be useful in
research was to be reserved.””’

Judge Rich also alluded to the policy considerations, made by the
Supreme Court linking an exchange of patent monopoly for “substan-
tial utility,” that were relied upon by Judge Worley in Kirk.*'® Spe-
cifically, Judge Rich stated that failure to understand that the degree
of utility is not part of the quid pro quo for obtaining a patent mo-
nopoly was a “mental elephant pit” of confusion between the utility
requirement under 35 U.S.C. § 101 and non-obviousness under 35
U.S.C. § 103:

In considering this case-law history one must be alert, in
order to escape mental elephant pits, to avoid being con-
fused by opinions which are dealing not with utility per se,
but with the non-obviousness issue (or its predecessors, the
presence of “invention,” or “inventive level” as Stringham
calls it) in terms of degree of utility as an indication
thereof. The same precaution is called for in deciding the
patentability issue in current cases so as not to confound the
requirement of section 101 with that of section 103. It has
been pointed out time and again since the days of Justice
Story, as fully discussed in Nelson, that degree of utility is

2% Kirk, 376 F.2d at 949 (Rich, J., dissenting).
209 Brenner, 383 U.S. at 531, n. 17 (“In light of our disposition of the case, we
express no view as to the patentability of a process whose sole demonstrated
utility is to yield a product shown to inhibit the growth of tumors in laboratory
animals.”).
1% 1n support of his statement that “[t]here can be no doubt that the insubstan
tial, superficial nature of vague, general disclosures or arguments of ‘useful in
research’ or ‘useful as building blocks of value to the researcher’ was recog-
nized, and clearly rejected, by the Supreme Court,” Judge Worley quoted the
Supreme Court, in part, as follows:
The basic quid pro quo contemplated by the Constitu-
tion and the Congress for granting that patent monopoly
is the benefit derived by the public from an invention
with substantial utility. Unless and until a process is re-
fined and developed to this point -- where specific bene-
fit exists in currently available form -- there is insuffi-
cient justification for permitting an applicant to engross
what may prove to be a broad field.

Kirk, 376 F.2d at 945 (quoting Brenner, 383 U.S. at 534-35).
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of no public concern whatsoever. This elementary princi-
pal appears not to have gotten through to those who still
talk of utility in terms of “quid pro quo” for a patent. The
only quid pro quo demanded by statute is full disclosure of
a new and unobvious invention which is of some use to
someone. If it is of very little use, the patent will corre-
spondingly be of very little value to the patentee, who has
never been called on either to know or to explain all poten-
tial uses of his invention. The hard fact is he almost never
knows the full extent of the utility until years after he
makes his invention. Uses evolve affer inventions are dis-
closed.”!"
Regarding the standard laid out by the majority in Kirk, as derived
from Brenner, Judge Rich stated:
But then we come to the practical problem posed by the
rule being promulgated by the majority—a rule of great
vagueness and no definite limits by reason of reliance on
the terms “practical,” “substantial,” “specific” and “‘cur-
rently available.” They are nothing but trouble makers as
time will amply demonstrate.*'?
According to Judge Rich, as a policy matter, patentability is “of vast
practical economic importance” and is attendant on the ability of in-
ventors of new chemical compounds to “serve the ends of science—
to push back the frontiers of chemistry,” by “[giving] the compounds
to the world™:
The issue in these cases is of vast practical economic im-
portance to the public, chemical and medical research, and
the chemical industry as a whole. The simple question in-
volved, to borrow a phrase from Mr. Justice Douglas,
really is at what point the inventors of new chemical com-
pounds “‘serve the ends of science—to push back the fron-
tiers of chemistry.” My view, like that of Justices Harlan
and Douglas, is that they do it when they are in a position
to give the compounds to the world.*"
Judge Almond in the majority opinion of Joly, like Kirk, held that
“the mere disclosure that a claimed chemical compound may be used
as an intermediate to make other compounds, without regard for the

2 1d at 955. (Rich, J., dissenting).

212 1d. at 960 (Rich, J., dissenting).

2B 1d. at 962-63. (Rich, J., dissenting) (Quoting Great Atlantic & Pacific Tea
Co. v. Supermarket Equipment Corp., 340 U.S. 147, 154 (1950) (Douglas, I.,
concurring).
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usefulness of the latter compounds,” was inadequate under 35 U.S.C.
§ 101.'* In dissent, Judge Smith expanded upon Judge Rich’s as-
sessment of the utility of research tools:
Judge Rich in his Kirk dissent demonstrates that chemists
of ordinary skill in the art would have no difficulty in us-
ing new and unobvious chemical products and processes
once they are disclosed as required by section 112. They
are “useful,” under section 101, as tools, just as other pro-
fessions have their particular ‘“tools” with which to
work.”"”
Further, Judge Smith reiterates Judge Rich’s admonition against con-
fusing utility under 35 U.S.C. § 101 and non-obviousness under 35
U.S.C. § 103 in that, failure to make this distinction will prompt
holdings that, at least in retrospect, may appear absurd. Specifically,
Judge Smith, also relying on Justice Douglas’ concurring opinion in
Great Atlantic & Pacific Tea Co.,216 stated:
Justice Douglas’ observation, while directed to the old require-
ment for “invention” which Congress subsequently replaced by
the section 103 requirement for non-obviousness is based on the
recognition that the patentability of inventions is to be judged by
reference to what it contributes to those skilled in the art in-
volved.

The Supreme Court in the [Brenner v.]JManson dictum

advances as one test that judges look to the “objects” of

the invention in determining what the invention is useful

for. Yet in the same opinion we are told that “objects of

scientific inquiry” are, as a matter of law, not “useful.”

Thus, allegedly because of [Brenner v.] Manson, the ma-

jority here and in Kirk find that we are dealing with “ob-

jects of scientific inquiry” which, under the [Brenner v.]

Manson dictum, are not “useful” as a matter of law.?"”
As an example of the confusion that can ensue between these two
statutes, whereby utility is judged by the degree of contribution, as
“practical,” “substantial” and “specific” usefulness, Judge Smith
stated that the first powered flight of the Wright brothers would likely
have failed the threshold requirement for utility derived from Brenner
by the majority opinions in Kirk and Joly:

2% Joly, 376 F.2d at 908.

2314 at 914 (Smith, J., dissenting).

2! Great Atlantic & Pacific Tea Co., 340 U.S. at 154-58 (1950).
27 Joly, 376 F.2d at 915 (Smith, J., dissenting).



48 JOURNAL OF HIGH TECHNOLOGY LAW Vol. VINo. 1

Under the majority decision here, and its extension of the
dictum in [Brenner v.] Manson, an inventor, contrary to the
law as it has existed since 1790, is not entitled to a patent in
the chemical field until he can assert and prove that it has a
“practical,” “substantial” and “specific” usefulness which
confers a “specific benefit” which must exist in “currently
available form.”
It is fortunate indeed that such a view did not prevail in
the past. Under such a test I seriously doubt whether the
present majority would find the first powered flight of the
Wright Brothers to be “useful.” Since it lasted but 12 sec-
onds, traversed but 120 feet, and reached a maximum
height of but 10 feet, it cannot be said to have had a “prac-
tical” or “substantial” utility or that it made powered flight
practical or substantial in a then ‘““currently available form.”
Under the majority view such a flight would indeed be
“useless.”'®
Judge Smith extended this analogy to other fundamental innovations:
For that matter, Morse’s first attempts at electric telegra-
phy, Bell’s first telephone, Hall’s first production of alumi-
num, Edison’s first incandescent lamp and a host of other
pioneering inventions did not possess any “practical” or
“substantial” utility nor did they yield a specific benefit “in
currently available form” until many years after the first
primitive tests. By the tests of the majority here all are
seemingly “useless” and hence unpatentable. But history
shows the usefulness of these inventions was found suffi-
cient for patentability.*"
According to Judge Smith, the majority decisions in Joly and Kirk are
assumptions of uselessness of chemical compounds, contrary to the
standards applied to other classes of inventions, and this distinction
should be remedied by Congress:
The majority decision here, as well as in Kirk, proceeds
to its conclusion by an unquestioning assumption that we
are concerned with “useless” chemical products. This con-
cept carries over and pervades its decision here not only as
to the product claims but also as to the process claims di-
rected to the making of these products. Such unwarranted
fact assumptions at the appellate level suggests that poli-
cywise, Congress should enact into law the solution sug-

28 14 at 917 (Smith, J., dissenting).
29 1d. (Smith, J., dissenting).
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gested Judge Rich in Kirk, supra, the rule which prevailed
prior to the misapplication of the Bremner decision after
1950, i.e., that all chemical compounds are useful per se
within the meaning of 35 U.S.C. § 101. Chemists know
how they can use chemical compounds, and particularly so
here when they are told about their chemical structures and
specific processes are disclosed for their use. They are, in
fact, the “tools” of chemical research and development.
Are they inherently less “useful” than are the other tools of
research?”*’

Later cases, such as In re Fouche,221 asserted that failure to estab-
lish utility must imply lack of adequate disclosure of how to use the
claimed invention for that utility:

It appears that the examiner and the board doubted that
compositions having heterocyclic moieties would be useful
at all for therapeutic purposes. While this position could
have led to a rejection under § 101, it also leads to a rejec-
tion under the how-to-use provision of § 112, since if such
compositions are in fact useless, appellant’s specification
cannot have not taught how to use them.

Another case, In re Joll.es,223 was reflective of Brenner and an ear-
lier case, Laa,’a,’,224 discussed above, in that the court found that utility
under 35 U.S.C. § 101 can be met for claimed compounds in view of
structural similarity with compounds of known utility if there is suffi-
cient expectation that the claimed compounds will behave in the same
manner as known compounds. For example, as stated by the court in
Jolles:

The similarities of the claimed derivatives to each other
are represented in the tabulation of differences provided
supra for the eight compounds tested by Dr. Maral. The
Maral declarations established that the eight compounds
have substantial activity against experimental tumors in
mice. The board found that the successful clinical tests in
humans of the one derivative shown in Jacquillat declara-
tions sufficiently established utility for claims 15 and 35.
The claimed compounds have a close structural relation-

20 14, at 929 (Smith, J., dissenting).

22! In re Fouche, 439 F.2d 1237 (C.C.P.A. 1971).

22 Id. at 1243.

23 In re Jolles, 628 F.2d 1322 (C.C.P.A. 1980).

% Ex parte Ladd, Harvey, Cable and Szayna, 112 U.S.P.Q. 337 (Pat. Bd. App.,
1955).
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ship to daunorubicin and doxorubicin, both known to be
useful in cancer chemotherapy. Considering these facts
and the record before us, we conclude that one of ordinary
skill in the art would accept the appellants’ claimed utility
in humans as valid and correct.

Similarly, the court in Cross v. lizuka,”® held that practical utility
under 35 U.S.C. § 101 was met by in vitro testing of claimed com-
pounds, and by demonstration of in vitro and in vivo pharmacological
activity of structural similar compounds.””” With respect to the
“how-to-use” requirement of 35 U.S.C. § 112, the court found that
failure of a Japanese priority application to disclose dosages was not
fatal, since one of ordinary skill in the art could determine appropri-
ate dosages.228

The Federal Circuit in 1993 held, in In re Ziegler that a priority
claim under 35 U.S.C. § 119 was inadequate because the prior Ger-
man application did not disclose a practical utility for the claimed

> Jolles, 628 F.2d at 1327-28

*% Cross v. lizuka, 753 F.2d 1040 (Fed. Cir. 1985).

7 Id. at 1051. The court stated:
Today, under the circumstances of the instant case,
where a Japanese priority application discloses an in vi-
tro utility, i.e., the inhibition of thromboxane synthetase
in human or bovine platelet microsomes, and where dis-
closed in vitro utility is supplemented by the similar in
vitro and in vivo pharmacological activity of structurally
similar compounds, i.e., the parent imidazole and 1-
methylimidazole compounds, we agree with the Board
that this in vitro utility is sufficient to comply with the
practical utility of § 101. Id.

8 Id. at 1051-52. As explained by the court:
We agree with the Board, however, that this deficiency
in the Japanese priority application is not fatal . . .. The
Board found that there was sufficient credible evidence
that one skilled in the art, without the exercise of inven-
tive skill or undue experimentation, could determine the
IC5p dosage level for the imidazole derivatives of the
phantom count in the microsome environment. . . . We
do not believe that the Board erred in arriving at this
conclusion.

Accordingly, we are satisfied that the how-to-use re-
quirement of § 112 has been complied with by the dis-
closures of the Japanese priority application. Id. at 1051-
52.

* In re Ziegler, 992 F.2d 1197 (Fed. Cir. 1993).
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polypropylene.”® The basis for this rejection was the “how to use”

requirement of 35 U.S.C. § 112 which, according to the court “incor-
porates as a matter of law the requirement of 35 U.S.C. § 101 that the
specification disclose as a matter of fact a practical utility for the in-
vention.” **' The court reasoned that an application, as a matter of
law, cannot enable one of ordinary skill in the art to use an invention
under 35 U.S.C. § 112 if, as a matter of fact, the application fails to
meet the requirements of 35 U.S.C. § 101.2** With respect to the util-
ity requirement, the court in Ziegler compared the description of the
claimed polypropylene as “plastic-like” in that “[t]he granular solid
polypropylene obtained may be pressed at 140°C to yield flexible
foils which appear transparent in thin films and opaque in thick lay-
ers,”23 3 with other cases, including Petrocarbon,2 * discussed above,
wherein description of the claimed })roduct as a “film” was held to be
an insufficient statement of utility.”> The court commented that the
limited comprehension at the time of the German application of the
“plastic-like” nature of the claimed polypropylene was, at best, a ba-
sis for subsequent discovery of a practical utility:

When Ziegler filed the application in Germany almost 40

years ago, it was a time of competition surrounding the po-

lymerization of polypropylene.... Ziegler’s German appli-

cation states that propylene had never been previously

transformed into a “‘genuine” plastic, yet then describes the

polymers therein including polypropylene as “plastic-like.”

We are convinced that, at best, Ziegler was on the way to

discovering a practical utility for polypropylene at the time

of the filing of the German application; but in that applica-

tion Ziegler had not yet gotten there.**
The Federal Circuit relied on Brenner to assert that “[t]he utility of a

79 1d. at 1203 (“Because Ziegler’s German application did not disclose a practi-
cal utility for polypropylene, Ziegler may not claim the benefit of that applica-
tion’s filing date under 35 U.S.C. § 119.”).

! Id. at 1200.

B2 1d. at 1201 (“If the application fails as a matter of fact to satisfy 35 U.S.C. §
101, then the application also fails as a matter of law to enable one of ordinary

2%skill in the art to use the invention under 35 U.S.C. § 112.”).

> 1d.

2% Petrocarbon Ltd. v. Watson, 247 F.2d 800 (D.C. Cir. 1957).

3 Ziegler, 992 F.2d at 1203 (“Like . . . applicant in Petrocarbon, . . . Ziegler did
not assert any practical use for the polypropylene or its film, and Ziegler did
not disclose any characteristics of the polypropylene or its film that demon-
strated its utility.”).

236 1
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chemical compound may not reside in its ‘potential role as an object
of use-testing.””**’ The court further quoted from Brenner in stating
that “[t]o satisfy 35 U.S.C. § 101, to be able to serve as a predicate
for a section 119 claim, the disclosure must assert a ‘specific bene-
fit... in currently available form.””** Despite being “cognizant of
Ziegler’s noteworthy contributions to polymer chemistry,” the court
was constrained by its interpretation of Brenner, whereby usefulness
in rezs;;:amh was held to be an inadequate basis for patent protec-
tion.

In a case decided in 1995, In re Brana, “~"“the Federal Circuit again
maintained that absence of utility “can be the basis of a rejection un-
der both 35 U.S.C. § 101 and § 112,  1.”**' Specifically, with re-
spect to a decision by the board that “applicant’s specification failed
to disclose a specific disease against which the claimed compounds
are useful, and therefore, absent undue experimentation, one of ordi-
nary skill in the art was precluded from using the invention,”** the
court stated that favorable comparisons in the specification by appli-
cants to a prior art reference was a sufficient statement of specific
use.”*® The Federal Circuit also reversed a second basis for rejection
of the claimed compounds by the board wherein, as paraphrased by

240

>7Id. (quoting Brenner at 383 U.S. at 535).

28 1d. (quoting Brenner, 383 U.S. at 534-35).

29 Id. (“While we are cognizant of Ziegler’s noteworthy contributions to poly-
mer chemistry, we must nevertheless abide by the principle underlying 35
U.S.C. § 101 that a patent ‘is not a reward for the search, but competition for
its successful conclusion.’” (quoting Brenner at 536)).

** In re Brana, 51 F.3d 1560 (Fed. Cir. 1995).

2 1d. at 1564, n.12. The court, in a footnote, stated:

This court’s predecessor has determined that absence of
utility can be the basis of a rejection under both 35
U.S.C.§ 101 and § 112 1. Inre Jolles, 628 F.2d 1322,
1326 n. 11, 206 USPQ 885, 889 n. 11 (C.C.P.A. 1980);
In re Fouche, 439 F.2d 1237, 1243, 169 USPQ 429, 434
(C.C.P.A. 1971) (“[1]f such compositions are in fact
useless, appellant’s specification cannot have taught
how to use them.”). Since the Board affirmed the exam-
iner’s rejection based solely on § 112 { 1, however, our
review is limited only to whether the application com-
plies with § 112 q 1. Id.

242 1d.

3 Id. at 1565 (“We conclude that these tumor models represent a specific dis-
ease against which the claimed compounds are alleged to be effective. Ac-
cordingly, in light of the explicit reference to Paull, applicant’s specification
alleges a sufficiently specific use.”).
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the Federal Circuit, “even if the specification did allege a specific
use, %pplicants failed to prove that the claimed compounds are use-
ful.”*** In response, the Federal Circuit held that the board was re-
quired to provide “evidence showing that one of ordinary skill in the
art would reasonably doubt the asserted utility,” and did not do s0.2#
Further, the court stated that even if the Patent Office had “met its
initial burden thereby shifting the burden to the applicants to offer re-
buttal evidence, applicants proffered sufficient evidence to convince
one of skill in the art of the asserted utility” by providing declarations
“showing that several compounds within the scope of the claims ex-
hibited significant anti-tumor activity... in vivo.”**® The court held
that “the prior art further supports the conclusion that one skilled in
the art would be convinced of the applicant’s asserted utility,” be-
cause “evidence of success in structurally similar compounds is rele-
vant in determinin7g whether one skilled in the art would believe an
asserted utility.”**” The court stated that “in view of all the forego-
ing, we conclude that applicant’s disclosure complies with the re-
quirement of 35 U.S.C. § 1129 1.”**8

I1.Fisher
A.Ex parte Fisher
Ex parte Fisher™ was a non-precedential decision by the U.S.
Patent and Trademark Office Board of Patent Appeals and Interfer-
ences that affirmed rejections of a single claim of a patent application
under 35 U.S.C. § 101 for lack of utility and under 35 U.S.C. § 112,
first paragr%gh, “for lack of enablement based on the finding of lack
of utility.”2 The rejected claim of the affected patent application,
09/619,643, is as follows:

1. A substantially purified nucleic acid molecule that

encodes a maize protein or fragment thereof comprising a

nucleic acid sequence selected from the group consisting of

2 1d. at 1565-66.

5 Id. at 1566.

20 1d. at 1567.

247 Id.

28 1d. at 1568.

*¥ Ex parte Fisher, 72 U.S.P.Q. 2d 1020 (Bd. Pat. App. Int. 2004) (hereinafter
Fisher I).

20 1d. at 1021.
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SEQ ID NO: 1 through SEQ ID NO: 5.%"

Generally, and as described in the specification, expressed se-
quence tags (ESTs) “are short sequences of randomly selected clones
from a cDNA (or complementary DNA) library which are representa-
tive of the cDNA inserts of these randomly selected clones.”?* The
ESTs claimed were obtained from a complementary DNA library
generated from a particular strain of maize.”>® As described by the
board, “the claimed nucleic acid molecules having the sequences
identified as SEQ ID NO: 1 through SEQ ID NO: 5, represent five
randomly selected nucleic acid molecules isolated from pooled leaf
tissue at the time of anthesis.”** “Anthesis” is the flowering period
in plalnts.255

Utilities for the claimed nucleic acid sequences, as summarized by
the examiner, were several, but held by the examiner to be inadequate
to meet the requirements either of 35 U.S.C. § 101 or § 112, first
paragraph, because they were all “nonspecific uses that are applicable
to nucleic acids in general and not particular or specific to the nucleic
acids being claimed.”® The examiner summarized the utilities iden-
tified in the specification as follows:

The specification teaches that the nucleic acids may be
used to produce a plant containing reduced levels of a pro-
tein (pg. 11), determining an association between a poly-
morphism and a plant trait (pg. 11), isolating a genetic re-
gion or nucleic acid (pg. 11), determining a level or
pattern in a plant cell of a protein in a plant (pg. 11), de-
termining a mutation in a plant whose presence is predic-
tive of a mutation affecting a level or a pattern of a protein
(pg. 13), as molecular tags to isolate genetic regions, iso-
late genes, map genes, and determine gene function (pg.
14), and identifying tissues (pg. 14) [.] The specification
states that the nucleic acid ESTs of the present invention
can enable the acquisition of molecular markers, which
can be used in breeding schemes, genetic and molecular
mapping and cloning of agronomically significant genes

(pg. 31).%
According to the examiner, “determining whether the claimed nucleic

251 Id.

252 Id

253 Id

% Ex parte Fisher, 72 U.S.P.Q. 2d at 1027.

> McGraw Hill Dictionary of Scientific and Technical Terms (6™ ed., 2003).
2% Ex parte Fisher, 72 U.S.P.Q. 2d at 1022.

257 Id
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acids have or do not have a polymorphism would require determining
whether there was a polymorphism within such a sequence and then
deterrrzlsigr;ling how to use this information in a patentably meaningful
way.”

On appeal to the board, appellants emphasized use of the nucleic
acid molecules claimed “to identify the presence or absence of a
polymorphism in a population of maize plants,” and ‘“to isolate nu-
cleic acid molecules of other plants and organisms.”> In taking up
the appeal, the board stated with respect to polymorphisms that, al-
though there was description in the specification as to “how one
would go about determining the existence of a polymorphism,” there
was none directed to why the claim sequences would be useful in do-
ing 50.°®® The board did not delineate how much information about
the claimed sequences would be necessary to satisfy a threshold of
“substantial utility,” but stated that the specification lacked any in-
formation linking those sequences to polymorphisms and, therefore,
the specification presented only an “insubstantial use”:

In other words, appellant’s position is that an EST by defi-
nition possesses patentable utility because it can be used by
itself in determining whether populations share a common
genetic heritage. While that may be a “utility,” we do not
find that it is a substantial utility.

Without knowing any further information in regard to the
gene represented by an EST, as here, detection of the pres-
ence or absence or a polymorphism provides the barest in-
formation in regard to genetic heritage.... In contrast, at the
other end of the “utility spectrum” would be information
gleaned from detecting the presence or absence of a poly-

258 Id.

259 Id.

*Jd. at 1026. The board stated that:
“a. Polymorphisms
This utility is discussed at pages 35-42 of the specifica-
tion in terms of what polymorphisms are and how one
would go about determining the existence of a polymor-
phism. The discussion is this portion in the specifica-
tion, however, is not specific to the nucleotide molecules
depicted in SEQ. ID NO: 1 through SEQID NO: 5. ..
..The specification does not explain why any of the
32,236 nucleotide molecules disclosed in the specifica-
tion, more specifically, the five nucleotide molecules
depicted in SEQ ID NO: 1 through SEQ ID NO: 5,
would in fact be useful in detecting polymorphisms.

Ex parte Fisher, 72 U.S.P.Q. 2d at 1026.
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morphism when it is known what effect the gene from
which the EST is derived has in the development and/or
phenotype of the plant. Somewhere between having no
knowledge (the presence circumstances) and having com-
plete knowledge of the gene and its role in the plant’s de-
velopment and/or phenotype lies the line between “utility”
and “substantial utility.” We need not draw the line or fur-
ther define it in this case because the facts in this case rep-
rese&t1 the lowest end of the spectrum, i.e., an insubstantial
use.

As applied to use of the sequences as probes or as a source of
primers, the board stated that, although the sequences could be em-
ployed “to isolate nucleic acid molecules of other plants and organ-
isms,” as asserted by appellants, in the absence of “any property in
terms of plant trait, or phenotype to any of the nucleotide molecules
set forth in SEQ ID NO: 1 through SEQ ID NO: 5.... using the
claimed molecules to isolate other molecules, which themselves lack
substantial utility, does not represent a substantial utility.”262 In es-
sence, the board hinged utility on a reasonable expectation of success
in fulfilling stated objectives, such as identification of polymor-
phisms associated with a plant trait, or phenotype:

The specification does not provide any expectation of suc-
cessfully using any of the 32,236 nucleic acid molecules
disclosed in the specification, or more specifically the five
nucleic acid molecules depicted as SEQ ID NO: 1 through
SEQ ID NO: 5, to isolate promoters of tissue enhanced,
tissue specific, cell-specific, cell-type, developmentally or
environmentally regulated expression profiles....

Accordingly, despite appellant’s assertion to the con-
trary, there is no reasonable expectation that any of the
claimed nucleic acid molecules would be capable of isolat-
ing a promoter that was only active in leaves at the time of
anthesis.”®
The court relied on Brenner to conclude that the utility requirement
of 35 U.S.C. § 101 had not been met:

We recognize appellants’ argument [that] “[a]n invention

may be ‘less effective than existing devices but neverthe-

less meet the statutory criteria for patentability.””... While

261 Id
262 Id
23 1d. at 1027.
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we agree with appellants’ statement, we fail to see how it

applies to appellants’ claimed invention, wherein there is

no evidence or expectation that the claimed nucleic acid

molecules would be “effective” at all. In this regard, we

remind appellants that an invention does not have utility

sufficient to satisfy § 101 until it is “refined and devel-

oped” to the point of providing a specific benefit in cur-

rently available form. See e.g., Brenner, 383 U.S. at 434,

148 USPQ at 695.7*
Moreover, in response to appellants’ argument, as stated by the
board, that “the claimed nucleic acids are useful because those of
skill in the art could experiment with them and figure out for them-
selves what any observed experimental results might mean,”*® the
board drew a parallel with Brenner, stating that “[j]ust as the process
claimed in Brenner lacked utility because the specification did not
disclose how to use the end-product, the products claimed here lack
utility, because even if used in gene expression assays, the specifica-
tion does not disclose how to use SEQ ID NO: 1 — [5] specific gene
expression data.”**® The board further found that, unlike “EST data-
bases, clone sets or microarrays,” appellants’ claimed nucleotide se-
quences would each provide only a single data point and, as such, do
not constitute a “substantial use.”*®’ Further, because appellants ar-
gued that the rejection for lack of enablement under 35 U.S.C. § 112
should be reversed for the same reasons the examiner’s rejection un-
der 35 U.S.C. § 101 should be reversed, the board affirmed the en-
ablement rejection on the same basis that the rejection under 35
U.S.C. § 101 was affirmed.”® A rejection by the examiner for lack

* Id. at 1027-28.

295 Ex parte Fisher, 72 U.S.P.Q. 2d at 1029.

266 Id.

*7 1d. As stated by the board:

Appellants argue that ESTs have real world value as
seen from the “growth of a multimillion dollar industry
in the United States premised on the usefulness of
ESTs” ... Suffice it to say, the claims on appeal are not
directed to EST databases, clone sets and/or microar-
rays. Again, it is not seen that the one data point which
may be provided by using the uncharacterized nucleic
acid molecules of SEQ ID NO: 1 through SEQ ID NO: 5
in such devices represents a substantial use.” Id.

28 Ex parte Fisher, 72 U.S.P.Q. 2d at 1029. The board stated:
Appellants assert this rejection [under 35 U.S.C. § 112,
first paragraph, for lack of enablement] should be re-
versed for the same reasons set forth in their arguments
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of written descnptlon under 35 U.S.C. § 112, first paragraph, was re-
versed by the board.*®
B.In re Fisher
On appeal to the Federal Circuit, the decision by the board was af-

firmed by a panel that 1nc1uded Chief Judge Mlchel and Circuit
Judges Bryson and Rader.”” Judge Rader dissented.’ i Writing for
the majority, Chief Judge Michel stated that the position of the gov-
ernment, and of amici in support of the government, was that “gen-
eral and speculative” research plans do not provide “a specific and
substantial benefit in currently available form.””’* As summarized by
the majority, amici advocated that, because the claimed ESTs are
only “objects of further research aimed at identifying what genes of
unknown function are expressed during anthesis and what proteins of
unknown function are encoded by those genes,” and “[u]ntil the cor-
responding genes and proteins have a known function,... the claimed
ESTs lack utility under § 101 and are not patentable.” 2273 The court
agreed with the government and amici, stating that the Supreme
Court in Brenner “announced a more rlgorous test”?’ than that of
simply determining “whether the invention in question is ‘frivolous
and insignificant’” and consequently “allowin ing the patenting of any
invention not positively harmful to society.””"” As interpreted by the
court in Fisher II, the test announced by the Court in Brenner was
that of a quid pro quo in exchange for patent monopoly of substantial
utility, whereby the claimed invention provides a specific benefit:

The Supreme Court observed that Justice Story’s definition

“sheds little light on our subject,” on the one hand framing

the relevant inquiry as “whether the invention in question is

‘frivolous and insignificant’” if narrowly read, while on the

other hand “allowing the patenting of any invention not

positively harmful to society” if more broadly read. In its

regarding the rejection under 35 U.S.C. § 101. Thus our
conclusion with respect to the § 101 issue will also ap-
ply to this aspect of the § 112 (enablement) issue. On
this basis, we affirm the rejection of claim 1 under the
enablement provision of 35 U.S.C. § 112, first para-
graph. Id.

> Id. at 1030.

21 In re Fisher, 421 F.3d 1365 (Fed. Cir. 2005) (hereinafter Fisher II).

U 1d. at 1379 (Rader, J., dissenting).

2 1d. at 1370.

273 Id.

7 1d. at 1371.

275 Id.



2006 Safe Harbour/Experimental Use, Inherency, Obviousness and Utility 59

place, the Supreme Court announced a more rigorous test,

stating:
The basic quid pro quo contemplated by the Consti-
tution and the Congress for granting the patent mo-
nopoly is the benefit derived by the public from an
invention with substantial utility. Unless and until a
process is refined and developed to this point - -
where specific benefit exists in currently available
form - - there is insufficient justification for permit-
ting an applicant to engross what may prove to be a
broad field.”®

Judge Michel then recited the Utility Examination Guidelines,”’’
incorporated by the Patent and Trademark Office into the Manual of
Patenting and Examining Procedure (MPEP) stating that: “[u]tilities
that require or constitute carrying out further research to identify or
reasonably confirm a ‘real world’ context of use are not substantial
utilities.””’® The court also characterized “research tools,” as “a term
often given to inventions used to conduct research,” and then quoted
the MPEP as a caution by the PTO against patenting inventions ‘“use-
ful only in a research setting” because there is a distinction the PTO
must make “between inventions that have a specifically identified
substantial utility and inventions whose asserted utility requires fur-
ther research to identify or reasonably confirm.”*”’ The court found
that, “[t]he PTO standards for assessing whether a claimed invention
has a specific and substantial utility comport with this court’s inter-
pretation of the utility requirement of § 101.”*

The court concluded that Fisher did not establish a substantial util-
ity because none of the seven described uses of the claimed ESTs had
been proven to be successful.”®! Neither did Fisher establish a “spe-
cific” utility under § 101 because Fisher did not distinguish the five
claimed ESTs “apart from the more than 32,000 ESTs disclosed in
the ‘643 application or indeed from any EST derived from any organ-

76 Id. (quoting Brenner, 383 U.S. at 534-35) (emphasis added in Fisher II).

7 Utility Examination Guidelines, 66 Fed. Reg. 1092 (January 5, 2001).

8 Fisher 11, 421 F.3d at 1372 (quoting (MPEP § 2107.01, 8" ed. 2001, rev. May
2004)).

219 11

20 11

#11d. at 1374 (“Consequently, because Fisher failed to prove that its claimed
ESTs can be successfully used in the seven ways disclosed in the ‘643 applica-
tion, we have no choice but to conclude that the claimed ESTs do not have a
‘substantial’ utility under § 101.”).
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ism.”** Commercial success was dismissed as a basis for utility in
view of the fact that there was no evidence “that agricultural compa-
nies have purchased or even expressed any interest in the claimed
ESTs.”* With respect to enablement, the court agreed with the PTO
that an invention for which utility under § 101 has not been estab-
lished cannot meet the enablement requirement of § 112.3* The
board’s decision, that Claim 1 of the ‘643 patent failed to establish
utility under § 101 and was not enabling under § 112, first paragraph,

JOURNAL OF HIGH TECHNOLOGY LAW

was affirmed.®

282 1d.

The court stated:

Nothing about Fisher’s seven alleged uses set the five
claimed ESTs apart from the more than 32,000 ESTs
disclosed in the ‘643 application or indeed from any
EST derived from any organism. Accordingly, we con-
clude that Fisher has only disclosed general uses for its
claimed ESTs, not specific ones that satisfy § 101.

Fisher I1, 421 F.3d at 1374.
23 1d. at 1377-78.

284 1d.

Fisher’s reliance on the commercial success of general
EST databases is also misplaced because such general
reliance does not relate to the ESTs at issue in this case.
Fisher did not present any evidence showing that agri-
cultural companies have purchased or even expressed
any interest in the claimed ESTs. And, it is entirely un-
clear from the record whether such business entities ever
will. Accordingly, while commercial success may sup-
port the utility of an invention, it does not do so in this
case. Id.

at 1378.

We agree with the government. It is well established
that the enablement requirement of § 112 incorporates
the utility requirement of § 101. The how to use prong
of section 112 incorporates as a matter of law the re-
quirement of 35 U.S.C. § 101 that the specification dis-
close as a matter of fact a practical utility for the inven-
tion. If the application fails as a matter of fact to satisfy
35 U.S.C. § 101, then the application also fails as a mat-
ter of law to enable one of ordinary skill in the art to use
the invention under 35 U.S.C. § 112.

Id. (quoting Ziegler, 992 F.2d at 1200-01).
5 Fisher I, 421 F.3d at 1379.

We conclude that substantial evidence supports the
Board’s findings that each of the five claimed ESTs
lacks a specific and substantial utility and that they are
not enabled. Accordingly, the Board’s decision affirm-
ing the final rejection of claim 1 of the ‘643 patent for
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In his dissent, Judge Rader stated, contrary to the majority opinion,
that, as research tools, ESTs have a “specific” and “substantial” util-
ity sufficient to meet the statutory threshold under § 101:

Several, if not all, of Fisher’s asserted utilities claim that
ESTs function to study other molecules. In simple terms,
ESTs are research tools. Admittedly ESTs have use only in
a research setting. However, the value and utility of re-
search tools generally is beyond question, even though lim-
ited to a laboratory setting.... Thus, if the claimed ESTs
qualify as research tools, then they have a “specific” and
“substantial” utility sufficient for § 101.%¢
Judge Rader specifically noted that neither the board nor the court
ever contended that the ESTs were “unable to perform” the utilities
that were identified by Fisher in the ‘643 patent application, and
thereby deprived Fisher of an “opportunity to provide evidence in re-
buttal”’:
In addition, this court faults Fisher for not presenting evi-
dence of utility showing that the claimed ESTs “have been
used in the real world.” To the contrary, this court misap-
prehended the proper procedure. Fisher asserted seven dif-
ferent utilities. The Board rejected two of these assertions
outright as “insubstantial.”... This summary dismissal de-
prived Fisher of any chance to proffer evidence. Rather
than fault Fisher for not presenting evidence it was pre-
vented from offering, this court should instead observe that
the Board did not satisfy its burden of challenging Fisher’s
presumptively correct assertion that the ESTs were capable
of performing those functions. See MPEP § 2107.02(iv) at
21-40 (noting that the initial burden is on the office to es-
tablish a prima facie case as to lack of utility and to provide
evidentiary support thereof); In re Brana, 51 F.3d 1560,
1566 (Fed. Cir. 1995) (where an applicant has asserted util-
ity in the disclosure, the Patent Office has the initial burden
of challenging this presumptively correct assertion of util-
ity).
Abandoning the proper legal procedure, the Board rea-
soned that the molecules studied with these ESTs showed
no particular use, therefore, the ESTs themselves also
lacked utility. In so ruling, the Board did not reject

lack of utility under § 101 and lack of enablement under
§ 112, first paragraph, is affirmed. Id.
2 14 at 1379 (Rader, J., dissenting).
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Fisher’s utilities on the basis that the ESTs were unable to
perform the purported utilities. Thus, the Board did not es-
tablish a prima facie challenge to the ESTs’ ability to per-
form these two utilities. Without anything to rebut, Fisher
had no 8(3bligation or opportunity to provide evidence in re-
buttal.
Judge Rader dissented from affirming the board’s decision because
the board failed to properly establish “that Fisher did not suggply evi-
dence of the ESTs’ ability to perform the asserted utilities.””

Judge Michel, in writing for the majority, declined to comment on
concerns raised by the Patent Office and amici that “allowing EST
patents without proof of utility would discourage research, delay sci-
entific discovery, and thwart progress in the ‘useful Arts’ and ‘Sci-
ence.””?% Rather, the court stated that:

The concerns of the government and amici, which may or

may not be valid, are not ones that should be considered in

deciding whether the application for the claimed ESTs

meets the utility requirement of § 101.... They are public

policy considerations which are more appropriately di-

rected to Congress as the legislative branch of government,

rather than this court as a judicial body resgonsible simply

for interpreting and applying statutory law. >
The court specifically avoided policy considerations in its conclusion
that the Fisher patent application did not meet the utility requirement
of 35 U.S.C. § 101. %" Judge Rader, nevertheless, imputed, at least to
the board, a policy of not granting exclusive rights to subject matter
that it views as “contributing ‘insubstantially’ to the advance to the
useful arts™:

In truth, I have some sympathy with the Patent Office’s

dilemma. The Office needs some tool to reject inventions

that may advance the “useful arts” but not sufficiently to

warrant the valuable and exclusive right of a patent. The

Patent Office has seized upon this utility requirement to re-

27 1d. at 1381 (Rader, J., dissenting).

8 Id. (“Thus, I respectfully disagree with this court’s conclusion that the
Board’s decision can be affirmed on the basis that Fisher did not supply evi-
dence of the EST’s ability to perform the asserted utilities.”). (Rader, J., dis-
senting).

*®Fisher II, 421 F.3d at 1378.

290 1d.

L 1d. (“Policy reasons aside, because we conclude that the utility requirement
of Section 101 is not met, we hold that Fisher is not entitled to a patent for the
five claimed ESTs.”).
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ject these research tools as contributing “insubstantially” to
the advance of the useful arts.”?

Judge Rader criticized use of the utility requirement “to reject in-
ventions that may advance the ‘useful arts’ but not sufficiently... be-
cause it lacks any standard for assessing the state of the prior art and
the contributions of the claimed advance.””® Instead, according to
Judge Rader, “the proper tool for assessing sufficient contribution to
the useful arts is the obviousness requirement of 35 U.S.C. § 103,”294
despite the legal precedent of In re Deuel®” that Judge Rader charac-
terized as “[depriving] the Patent Office of the obviousness require-
ment for genomic inventions.”**® Judge Rader implored the Patent
Office to “seek ways to apply to correct test, the test used worldwide
for such assessments (other than in the United States), namely inven-
tive step or obviousness.”’ Judge Rader would also have reversed
the enablement rejection “because it was a consequence of the find-
ing of lack of utility.”**®

C.The Relevance of In re Deuel

In re Deuel,” was an appeal of a decision by the Board of Patent
Appeals and Interferences to reject claims directed to specific nucleic
acid sequences and to nucleic acid sequences generally encoding spe-
cific human and bovine heparin-binding growth factors (HBGFs)*"

22 Id. at 1381-82 (Rader, J., dissenting).
3 Fisher II, 421 F.3d at 1382 (Rader, J., dissenting).
24 1d. (Rader, J., dissenting).
% In re Deuel, 51 F.3d 1552 (Fed. Cir. 1995).
26 Pisher II, 412 F.3d at 1382 (Rader, J., dissenting).
271d. (Rader, J., dissenting) (“Nonetheless, rather than distort the utility test, the
Patent Office should seek ways to apply the correct test, the test used world-
wide for such assessments (other than in the Untied States), namely inventive
step or obviousness.”).
28 1d. (Rader, J., dissenting).
% In re Deuel, 51 F.3d 1552 (Fed. Cir. 1995).
3% Jd. at 1555 The court summarized the scope of the rejected claims, as fol-
lows:
Claims 4 and 6 generically encompass all iso-
lated/purified DNA sequence (natural and synthetic) en-
coding human and bovine HBGFs, despite the fact that
Deuel’s application does not describe the chemical
structure of, or tell how to obtain, any DNA or cDNA
except the two disclosed cDNA molecules . . .. Claims
5 and 7, on the other hand, are directed to the specifi-
cally disclosed cDNA molecules encoding human and
bovine HBGFs, respectively. Id.
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as obvious under 35 U.S.C. § 103.3°!  The examiner had rejected
claims over a combination of references, one of which disclosed
“heparin-binding brain mitogens,” and suggested that although
“brain-specific,” homology may exist among species.’’> The other
reference employed by the examiner generally described use of gene
probes to screen DNA or cDNA libraries.’” As stated by the court,
the examiner’s position was that, in view of the partial, N-terminal
sequence of a heparin-binding protein disclosed by the first reference,
Bohlen, and the gene cloning technique described in the other refer-
ence, Maniatis, it would have been obvious to one of ordinary skill
art to clone Deuel’s claimed genes.3 % The board affirmed the exam-
iner’s decision as having established a prima facie case of obvious-
ness, thereby presenting to the Federal Circuit the issue of patentabil-
ity of specific nucleic acid sequences employing generally known
techniques of gene cloning:

Thus, the appeal raises the important question whether the

combination of a prior art reference teaching a method of

gene cloning, together with a reference disclosing a partial

amino acid sequence of a protein, may render DNA and

cDNA molecules encoding the protein prima facie obvious

under § 103.>%

The court reversed the rejection for all of the claims. With respect
to specific nucleic acid sequences, the court stated that “[n]Jormally a
prima facie case of obviousness is based upon structural similarity,
i.e., an established structural relationship between a prior art com-

' Id. at 1555-56 (“During prosecution, the examiner rejected claims 4-7 under
35 U.S.C. § 103 as unpatentable over the combined teachings of Bohlen and
Maniatis.”).

%2 Id. at 1556 (“The Bohlen reference discloses a group of protein growth factors
designated as heparin-binding brain mitogens (“HBBMs”) .. .. Bohlen
teaches that HBBNs are brain-specific, and suggests that proteins may be ho-
mologous between species. The reference provides no teaching concerning
DNA or cDNA coding for HBBMs.”).

3% Jd. (“Maniatis describes a method of isolating DNAs or cDNAs by screening
a DNA or cDNA library with a gene probe. The reference outlines a general
technique for cloning a gene; it does not describe how to isolate a particular
DNA or cDNA molecule.”).

3% In re Deuel, 51 F.3d at 1556 (“The examiner asserted that, given Bohlen’s
disclosure of a heparin-binding protein and its N-terminal sequence and Mani-
atis’s gene cloning method, it would have been prima facie obvious to one of
ordinary skill in the art at the time of the invention to clone a gene for
HBGE.”).

0 1d. at 1557.
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pound and the claimed cornpound,”306 and, as applied to Deuel’s
claims directed to particular nucleic acid sequences, “the prior art
does not disclose any relevant cDNA molecules, let alone close rela-
tives of the specific, structurally-defined cDNA molecules of claims
5 and 7 that might render them obvious.”®’ More generally, the
court stated that “[a] prior art disclosure of the amino acid sequence
of a protein does not necessarily render particular DNA molecules
encoding the protein obvious because the redundancy of the genetic
code permits one to hypothesize an enormous number of DNA se-
quences coding for the protein.”” Interestingly, the court contem-
plated that a “different result might pertain, however, if there were
prior art, e.g., a protein of sufficiently small size and simplicity, so
that lacking redundancy, each possible DNA would be obvious over
the protein.”” The court succinctly stated: “What cannot be con-
templated or conceived cannot be obvious.™'”

As applied to Deuel’s broader claims to nucleic acid sequences en-
coding specific human or bovine heparin-binding growth factors, the
court stated that, although a claim directed generically to all DNA se-
quences encoding a particular protein may be obvious in view of a
known protein, the Bohlen reference disclosed only a partial amino
acid sequence and, therefore, Deuel’s genus claims were not obvious:

Claims 4 and 6 are of a different scope than claims 5 and 7.
As is conceded by Deuel, they generically encompass all
DNA sequences encoding human and bovine HBGFs.
Written in such a result-oriented form, claims 4 and 6 are
thus tantamount to the general idea of all genes encoding
the protein, all solutions to the problem. Such an idea
might have been obvious from the complete amino acid se-
quence of the protein, coupled with knowledge of the ge-
netic code, because this information may have enabled a
person of ordinary skill in the art to envision an idea of,
and, perhaps with the aid of a computer, even identify all
members of the claimed genus. The Bohlen reference,
however, only discloses a partial amino acid sequence, and
thus it appears that, based on the above analysis, the
claimed genus would not have been obvious over this prior

39 1d. at 1558.

307 Id.

308 Id.

39 In re Deuel, 51 F.3d at 1559.
310 1d. at 1558.
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. 11
art disclosure.’

Contrary to Judge Rader’s broad comment and his dissent from the
majority opinion in Fisher II, Deuel did not preclude finding obvi-
ousness in ‘“genomic inventions.” Rather, as discussed above, the
court in Deuel specifically contemplated obviousness in at least two
situations; where a protein is sufficiently small and simple, each pos-
sible DNA would be obvious over the protein; and where a protein is
known, thereby rendering obvious generic claims encompassing all
DNA sequences encoding the protein (given the known degeneracy
of the genetic code). The holding in Deuel is limited to findings of
non-obviousness of nucleic acid sequences that depend upon what is
known about an encoded protein (e.g., whether the complete se-
quence or only a partial sequence is known, and the “size and sim-
plicity” of the protein) and in view of claim scope (e.g., whether the
claim is generic to all nucleic acid sequences encoding the protein, or
a specific nucleic acid sequence). As stated by the Federal Circuit,
application of generally known techniques does not necessarily ren-
der resulting specific compounds obvious: “The fact that one can
conceive a general process in advance for preparing an undefined
compound does not mean that a claimed S{aecific compound was pre-
cisely envisioned and therefore obvious.”*"

III.Analysis of Fisher: Of Elephant Pits and Microscopes

Although legal precedent clearly establishes that failure to estab-
lish utility under 35 U.S.C. § 101 precludes, as a matter of law, a
finding that the application enables one of ordinary skill in the art to
use the invention, under 35 U.S.C. § 112, first paragraph,313 the con-
verse also has been true whereby lack of enablement constitutes a ba-
sis for finding lack of utility.*"* The court in Fisher II drew a similar
conclusion as applied to utility of claimed ESTs: “Consequently, be-
cause Fisher failed to prove that its claimed ESTs can be successfully
used in the seven ways disclosed in the ‘643 application, we have no
choice but to conclude that the claimed ESTs do not have a ‘substan-
tial’ utility under § 101."

The difference, in fact, between the holding by the Supreme Court
in Brenner, wherein utility was found lacking with respect to claimed

' 1d. at 1560.

2 Id. at 1559.

313 See, for example, Ziegler, 992 F.2d 1201.

3! See, for example, Brenner, 383 U.S. at 531-32 (“Indeed, respondent himself
recognized that the presumption that adjacent homologues have the same util-
ity has been challenged in the steroid field because of 'a greater known unpre-
dictability of compounds in that field.' ").

3" Fisher I1, 421 F.3d at 1374.
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steroids, and the majority in Fisher 11, was that in Brenner, there was
evidence supporting a finding of lack of predictability among homo-
logues of compounds in the field. Moreover, other cases subsequent
to Brenner, such as Jolles®'® and Cross®’ did, indeed, hold that the
utility requirement under 35 U.S.C. § 101 can be met, despite lack of
proof that claimed compounds have been successfully used for an in-
tended purpose. As discussed above, the court in Brana also referred
to application of 35 U.S.C. § 101 where a})gplicants provided favor-
able evidence of a sufficiently specific use.’

In Fisher, no evidence of predictability, or of lack of predictability,
was provided to or by the Patent Office. Rather, the board in Fisher [
and the court in Fisher II recognized that in Jolles and Cross utility
had been established by evidence of structural similarity and testing

316 Jolles, 628 F.2d at 1327-28. The court in Jolles, for example, stated:
The Maral declarations establish that the eight [em-
bodiment of the claimed] compounds have substantial
activity against experimental tumors in mice . . .. The
claimed compounds have a close structural relationship
to daunorubicin and doxorubicin, both known to be use-
ful in cancer chemotherapy. Considering these facts in
the record before us, we conclude that one of ordinary
skill in the art would accept appellants’ claimed utility in
humans as valid and correct. /d.

317 Cross, 753 F.2d 1051. The court in Cross stated:
Today, under the circumstances of the instant case,
where a Japanese priority application disclosed an in vi-
tro utility, i.e., the inhibition of thromboxane synthetase
in human or bovine platelet microsomes, and where dis-
closed in vitro utility is supplemented by the similar in
vitro and in vivo pharmacological activity of structurally
similar compounds, i.e., the parent imidazole and 1-
methylimidazole compounds, we agree with the Board
that this in vitro utility is sufficient to comply with the
practical utility of § 101. Id.

*'® Brana, 51 F.3d at 1565-66. The court in Brana stated:
The second basis for the Board’s rejection was that,
even if the specification did allege a specific use, appli-
cants failed to prove that the claimed compounds are
useful. Citing various references, the Board found, and
the Commissioner now argues, that the tests offered by
applicants to prove utility were inadequate to convince
one of ordinary skill in the art that the claimed com-
pounds are useful as antitumor agents.'®
16. As noted, this would appear to be a § 101 issue, rather than § 112. Id.
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that was well recognized in the art to be predictive.”’® However, reli-
ance by the board on cases where utility was established in view of
evidence presented by patent applicants of a reasonable expectation
of success does not excuse the board from having to make a prima
facie case showing that the claimed ESTs lack utility and of provid-
ing sufficient evidentiary evidence to support “factual assumptlons
relied upon in establishing the prima facie showmg, 320 a5 required
by the guidelines admitted by the majority oplmon to be consistent
with the position of the Federal Circuit in Fisher I1.**

The majority in Fisher II also recited the government and amici
arguments in support of the government that “Fisher failed to meet
the standard [of utility under 35 U.S.C. § 101; because Fisher’s al-
leged uses are so general as to be meaningless” 22 and that “the seven
utilities alleged by Fisher are merely starting pomts for further re-
search, not the end point of any research effort.”””> In support of the
arguments by the government and by amici, the court compared the
facts of the Fisher application to those in Kirk and Joly. 324 Referring
to both the ESTs of the Fisher apphcatlon and the clalrned 1ntermed1—
ates at issue in Kirk and Joly as “research intermediates,” %3 the court
invoked the rationale of Kirk and Joly whereby, as stated by the Kirk
court, and quoted by the majority in Fisher II:

“We do not believe that it was the intention of the statutes
to require the Patent Office, the courts, or the public to play
this sort of guessing game that might be involved if an ap-
plicant could satisfy the requirements of the statutes by in-
dicating the usefulness of a claimed compound in terms of
possible use so general as to be meaningless and then, after
his research or that of his competitors has definitely ascer-
tained an actual use for the compound, adducing evidence

> Fisher I, 72 U.S.P.Q. at 1024-25; Fisher II, 421 F.3d at 1376-77.

320 MPEP at § 2107.02(IV) §§ 2100-40 through 2100-41.

! Fisher II, 421 F.3d at 1372.

2 Id. at 1370.

323

24 1d. at 1374 ("In addition to approving of the Board's reliance on Brenner, we
observe that the facts here are even more analogous to those presented in Kirk,
54 C.C.P.A. 1119, 376 F.2d 936, and In re Joly, 54 C.C.P.A. 1159, 376 F.2d
906 (C.C.P.A. 1967) ....").

3 Id. at 1375 (“Just as the claimed compounds in Kirk and Joly were useful
only as intermediates in the synthesis of other compounds of unknown use, the
claimed ESTs can only be used as research intermediates in the identification
of underlying protein-encoding genes of unknown function. The rationale of
Kirk and Joly thus applies here.”).
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intended to show that a particular specific use would have

been obvious to men skilled in the particular art to which

this use relates.”*®

The court further stated that the rationale had been “drawn from

principles set forth by the Supreme Court in Brenner”**’ and, “grant-
ing a patent to Fisher for its five claimed ESTs would amount to a
hunting license because the claimed ESTs can be used only to gain
further information about the underlying genes and the proteins en-
coded for by those genes.”**® The court’s holding acknowledged the
“noteworthy contribution” made by Fisher, as did the court in
Ziegler,”™ but denied patentability for failure to meet the utility re-
quirement premised only on usefulness as a research tool:

The claimed ESTs themselves are not an end of Fisher’s re-

search effort, but only tools to be used along the way in the

search for a practical utility. Thus, while Fisher’s claimed

ESTs may add a noteworthy contribution to biotechnology

research, our precedent dictates that the ‘643 application

does not meet the utility requirement of § 101 because

Fisher does not identify the function for the underlying pro-

tein-encoding genes. Absent such identification, we hold

that the claimed ESTs have not been researched and under-

stood to the point of providing an immediate, well defined,

real3§gorld benefit to the public meriting the grant of a pat-

ent.

Prior to Brenner, research was a legitimate basis for practical util-

ity.”®'  For example, an earlier opinion by Judge Rich discussed

j’;’: Fisher II, 421 F.3d at 1375 (quoting Kirk, 376 F.2d at 942).
Id.

2 Id. at 1376.

% Ziegler, 992 F.2d at 1203 (“While we are cognizant of Ziegler’s noteworthy
contributions to polymer chemistry, we must nevertheless abide by the princi-
ple underlying 35 U.S.C. § 101 that a patent ‘is not a reward for a search, but
compensation for its successful conclusion.’”).

9 Fisher II, 421 F.3d at 1376.

3! The court in Fisher II quoted Judge Rich’s post-Brenner
opinion in Nelson v. Bowler for interchangeability in use of
the terms “practical utility” and “real world” utility.

Courts have used the labels “practical utility” and “real
world” utility interchangeably in determining whether
an invention offers a “substantial” utility. Indeed, the
Court of Customs and Patent Appeals stated that
“‘[p]ractical utility’ is a shorthand way of attributing
‘real world’ value to claimed subject matter. In other
words, one skilled in the art can use a claimed discovery
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above, In re Nelson,332 which preceded Brenner, exglicitly consid-
ered research to be an example of “practical” utility.” Moreover,
even though the Supreme Court in Brenner stated that Nelson began a
trend of the C.C.P.A. that “moved sharply away from Bremner™**
because Nelson had reversed a rejection by the Patent Office of
claims directed to chemical intermediates that were “‘useful to chem-
ists doing research on steroids,” despite the absence of evidence that
any of the steroids thus ultimately produced were themselves ‘use-
ful,”** the Court did not expressly void usefulness in research as a
basis for utility under 35 U.S.C. § 101.

Judge Rich in his dissent in Kirk points out an apparent contradic-
tion in Brenner whereby the Court states that “Congress intended that
no patent be granted on the chemical compound whose sole ‘utility’
consists of its potential role as an object of use testing,”>° but then
expressly states, in footnote 17, that “we express no view as to the
patentability of a process whose sole demonstrated utility is to yield a
product shown to inhibit the growth of tumors in laboratory ani-
mals.”*’ Upon inspection, however, there is no discrepancy between
the two statements made by the Supreme Court. In particular, in the
sentence immediately preceding the Court’s statement with regard to
compounds “whose sole ‘utility’ consists of its potential role as an
object of use testing,”**® the Court cited three cases as being “in ac-
cord with the view that a product may not be patented absent a show-
) - . 59339
ing of utility greater than any adduced in the present case. Those
three cases were Bergel, Nelson and Folkers. 40" As discussed above,
both Nelson and Folkers were cases where utility was held to be met
precisely because the claimed compounds were useful in research.
Further, the third case, Bergel, was also cited in footnote 17 of the

in a manner which provides some immediate benefit to
the public.”
Fisher 11, 421 F.3d at 1365 quoting Nelson v. Bowler, 626 F.2d
853, 856. (emphasis added).

332 Nelson, 280 F.2d 172 (C.C.P.A. 1960).

333 1d. at 180 (“Surely a new group of steroid intermediates is useful to chemists
doing research on steriods [sic], and in a ‘practical’ sense too. Such interme-
diates are ‘useful’ under § 101.”).

3 Brenner, 383 U.S. at 530.

35 1

36 Kirk, 376 F.2d at 949 (Rich, J., dissenting) (quoting Brenner, at 383 U.S. at
535).

*7 Brenner, 383 U.S. at 531, n.17.

¥ Id. at 535.

339 1d.

*0Id. at n.23.
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opinion by the Supreme Court as an example of a situation where the
Court expressed “no view as to the patentability of a process whose
sole demonstrated utility is to yield a product shown to inhibit the
growth of tumors in laboratory animals.”**' The point, as stated by
Judge Rich in his dissent in Kirk, is that the Court in Brenner was not
precluding usefulness in research as a basis for utility under 35
U.S.C. § 101, but instead was mandating only that there be “a show-
ing of utility greater than any adduced in the present case™** of
Brenner. In contrast to the cases identified by the Supreme Court, all
three of which based utility on experimental models or usefulness in
research, the Manson patent application included “no disclosure of a
use for the compound, reliance being placed on a mere assertion that
utility was obvious.”** In other words, the distinction between pre-
vious cases cited with approval by the Court and the Manson patent
application at issue in Brenner was, as stated by Judge Rich, the dif-
ference “between some disclosure of utility and none.”***

The majority in both Kirk and Joly, however, interpreted Brenner
as denying utility to materials, the sole utility of which is described as
being “useful in research™* or the “subject of research.”**® These
cases and their progeny presumed that, regardless of the contribution
being made to the field, usefulness as an object of research was in-
adequate under 35 U.S.C. § 101 and, consequently, not enabled under
35 U.S.C. § 112, first paragraph. The basis for these holdings is not
properly founded on Brenner and, in fact, is unsupported by any ear-
lier legal precedent.

The correct basis for analyzing patentability of claimed subject
matter in a patent or application specification having a statement of
intended use and for which an enabling description has been pro-
vided, albeit as a research tool, can be found, not in 35 U.S.C. § 101
or even under 35 U.S.C. § 112, but in the statutory requirement for
nonobviousness under 35 U.S.C. § 103. As indicated above, very

1 1d. at 531, n.17.

*1d. at 535.

3 Kirk, 376 F.2d at 949 (Rich, J., dissenting).

4 1d. at 948 (Rich, J., dissenting).

345 Kirk, 376 F.2d at 945 (“There can be no doubt that the insubstantial, superfi-
cial nature of vague, general disclosures or arguments of ‘useful to research’ or
‘useful as building blocks of value to the research’ was recognized, and clearly
rejected, by the Supreme Court....”).

6 Joly, 376 F.2d at 908. (“Nor is it enough that the product disclosed to be ob-
tained from the intermediate belongs to some class of compounds which is
now, or in the future might be, the subject of research to determine some spe-
cific use.”) (quoting Kirk, 376 F.2d at 945).
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early interpretations of usefulness contrasted inventions that were
“slight and trivial as being so obvious and apparent that it cannot be
considered a discovery,” with those that were “trivial or frivolous in
respect to its effect upon industry and production.”*’ The former
was considered to render the patent “void as being for a subject that
is not an invention,” while the latter was a question of degree that
was considered “immaterial” to the question of patentability.348 Out
of this distinction grew a dichotomy between “new” and ‘“‘useful,”
whereby novelty was based on being “substantially different from
anything that has been known or used before,” and “useful” was syn-
onymous with being “capable of use,” while not being “injurious to
the well-being, good policy or sound morals of society.”3 ? As de-
scribed by Curtis, and as discussed above, although both interpreta-
tions were applied to the phrase “new and useful” in the early Patent
Acts, the phrase “new and useful invention” became limited to the
“class of inventions which can be the subjects of valid patents,” as
opposed to being “one of the tests of novelty, or of substantial differ-
ence of structure or mode of operation.”3 %0

Obviousness became codified as a statutory requirement distinct
from novelty under the Patent Act of 1952.>>" Despite Curtis’ cau-
tion, and evolution of distinct doctrines of novelty and obviousness,
courts have, at times, confused “positive utility” with “comparative
or relative utility,” such as was the case in In re Holmes,”* where a
pipe with a seam was construed to have no utility because it had “no
special utility” nor was it “particularly adapted for any use other than
that to do which any pipe would be commonly put.”>>* The distinc-
tion between “positive utility” and “comparative or relative utility”
also was the basis for Judge Rich’s warning in his dissent in Kirk,
where the majority opinion held that statements of “biological activ-
ity” and “biological properties” were inadequate under 35 U.S.C. §§
101 and 112.%° Specifically, Judge Rich analogized the distinction

347 WILLARD PHILLIPS, THE LAW OF PATENTS FOR INVENTIONS: INCLUDING THE
REMEDIES IN LEGAL PROCEEDINGS IN RELATION TO PATENT RIGHTS (1873) at
142.

348 1

3% See Curtis I, supra note 34, at 15.

30 See Curtis II, supra note 53, at 110.

#! Kenneth J. Burchfiel, Revising the “Original” Patent Clause: Pseudohistory
in Constitutional Construction, 2 HARV. J.L.. & TECH. 155 (1989)(discussing
early developments of non-obviousness requirement).

2 In re Holmes, 63 F.2d 642 (C.C.P.A. 1933).

3 Id. at 644,

3% Kirk, 376 F.2d at 941 (Rich, J., dissenting).
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between “utility per se” and “unobviousness... in terms of de ree of
utility as an indication thereof,” to a “mental elephant pit.””> Fur-
ther, this “mental elephant pit” was what Judge Rader was referring
to in his dissent, where he stated “[t]he Patent Office has seized upon
this utility requirement to reject these research tools as contributing
‘insubstantially’ to the advance of the useful arts.” 356 As further
stated by Judge Rader, “[t]he utility requirement is ill suited to that
task, however, because it lacks any standard for assessing the state of
the prior art and the contributions of the claimed advance.”*”’

As did Curtis 150 years ago, and Judge Rich 40 years ago, Judge
Rader linked sufficiency of contribution to the useful arts, not with
utility per se, but with a requirement for non-obviousness (i.e., “com-
parative or relative utility,” as compared to “positive utility,” in terms
employed by Curtis). Evidence in support of Judge Rader’s assess-
ment, that the court in Fisher II based its holding on sufficiency of
contribution rather than the fact of utility, can be found in its sum-
mary of the government’s analogy with other patentable research
tools, such as the microscope. Specifically, the court in Fisher II,
like the government, contrasted the ‘“specific benefit of optically
magmfymg an object to immediately reveal its structure”® afforded
by a microscope, with Fisher’s claimed ESTs, which “can only be
used to detect the presence of genetic material having the same struc-
ture as the EST itself.”*> Both the government and the court over-
looked the fact that the ability of an EST “to detect the presence of
genetic material having the same structure as the EST itself” is a spe-
cific use; whether it is a sufficiently beneficial contribution to the art
is a question of inventiveness properly considered under 35 U.S.C. §
103. Moreover, the majority opinion clearly based its holding with

3 Id. at 955 (Rich, J., dissenting). Judge Rich stated that:
In considering this case-law history one must be alert, in
order to escape mental elephant pits, to avoid being con-
fused by opinions which are dealing not with utility per
se but with the unobviousness issue (or its predecessors,
the presence of "invention," or "inventive level" as
Stringham calls it) in terms of degree of utility as an in-
dication thereof. The same precaution is called for in
deciding the patentability issue in current cases so as not
to confound the requirement of section 101 with that of
section 103.” Id.

36 Fisher, 421 F.3d at 1382 (Rader J., dissenting).

3. (Rader, J., dissenting).

% 1d. at 1373.

359 1d.



74 JOURNAL OF HIGH TECHNOLOGY LAW Vol. VINo. 1

respect to utility on “real world benefit,” and blurred Curtis’ distinc-
tion between “positive utility” and “comparative or relative utility”:

[One of the claimed ESTs]...is unable to provide any in-

formation about the overall structure let alone the function

of the underlying gene. Accordingly, while a microscope

can offer an immediate, real world benefit in a variety of

applications, the same cannot be said for the claimed ESTs.

Fisher’s proposed analogy is thus inapt. Hence, we con-

clude that Fisher’s asserted uses are insufficient to meet the

standard for a “substantial” utility under § 101.%*
Therefore, Curtis, Judge Rich and Judge Rader all respectively identi-
fied obviousness or its predecessor “comparative or relative utility”
as the test properly suited: to “distinguish one invention from an-
other,” as stated by Curtis®®'; to determine patentability in terms of
“degree of utility as an indication thereof,” as stated by Judge
Rich®®; or, as stated by Judge Rader, “to reject inventions that may
advance the ‘useful arts’ but not sufficiently to warrant the valuable
exclusive right of a patent.”3 63

Contrary to the conclusion made by Judge Rader, the court in

Deuel did not preclude obviousness as a basis for assessing the ad-
vance to the “useful arts” of expressed sequence tags, at least as ap-
plied to the facts of Fisher I and II. More specifically, the court in
Deuel stated that a prima facie case of obviousness of a sequence
cannot be predicated on well known methods of isolation of nucleic
acid sequences in combination with a partial amino acid sequence of
a protein.’® Judge Rader’s parallel, presumably, is that, despite the
obviousness of applying a known technique for generating a cDNA
library to any given tissue, the holding in Deuel dictates that Fisher’s
specific nucleic acid sequences would not be obvious in view of the
broad range of compounds made possible by the obvious technique,

360 17
361 See Curtis II, supra note 53, at 110.
362 Kirk, 376 F.2d at 955 (Rich, J., dissenting).
363 Fisher, 421 F.3d at 1382 (Rader, J., dissenting).
364 Deuel, 51 F.3d at 1557, 1560. The court stated, in particular, that:
“Thus, the appeal raises the important question whether
the combination of a prior art reference teaching a
method of gene cloning, together with a reference dis-
closing a partial amino acid sequence of a protein, may
render DNA and cDNA molecules encoding the protein
prima facie obvious under § 103 . ... The board's deci-
sion affirming the final rejection of claims 4-7 is re-
versed.”
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since conception requires the sequence and, as stated by the court in
Deueg,ﬁ“what cannot be contemplated or conceived cannot be obvi-
ous.”

However, the facts of Fisher I and II are different than those in
Deuel, because the relation of the nucleic acid sequence to a portion
of the encoded protein in Deuel was known, as was the function of
the protein.’®® In Fisher, although the claimed ESTs were derived
from a particular source (i.e., pooled leaf tissues from maize (RX601)
Asgrow Seed Company, Des Moines, lowa USA),367 there was no es-
tablished link with any specific proteins.’® Therefore, absent estab-
lishment of some relation to their respective encoded native protein,
the ESTs claimed by Fisher were, in essence, random combinations
of nucleic acids. Random sequences of nucleic acids may be novel,
but should be considered obvious.

Support for randomness as a basis for statutory obviousness can be
found, for example, in arguments presented in a Petition for a Writ of
Certiorari by KSR International Co. (KSR) (Petition) and in a Mo-
tion of Leave to Amicus Curiae Brief and Brief of Twenty-Four Intel-
lectual Property Law Professors as Amici Curiae in Support of Peti-
tioner in an unpublished decision of the Federal Circuit, Teleflex,
Incorporated v. KSR International, 04-1152 (Fed. Cir. 2005) (Brief).
The Petition argues that a split has developed between the Supreme
Court and the Federal Circuit over the threshold of statutory obvious-
ness. As stated in the Petition, under Supreme Court precedent, an
“‘invention,’... does not meet the ‘condition for patentability’ speci-
fied in § 103(a), if each element in the claimed combination does
nothing more than what it was previously known or designed to
do,”36 whereas “the Federal Circuit holds that a combination of pre-
existing elements will always constitute an ‘invention,” and will al-
ways meet the ‘condition for patentability’ specified in § 103, unless
there is proven some ‘suggestion, teaching or motivation’ that would
have led a person of ordinary skill in the art to combine the relevant

9 Id. at 1558.

3% Id. at 1555 (“As disclosed in Deuel’s patent application, Deuel isolated and
purified HBGF from bovine uterine tissue, found that it exhibited mitogenic
activity, and determined the first 25 amino acids of the protein’s N-terminal
sequence. Deuel then isolated a cDNA molecule encoding bovine uterine
HBGF...”).

7 Fisher, 421 F.3d at 1368.

3% Id. at 1373 (“Significantly, despite the fact that maize leaves produce over
two thousand different proteins during anthesis, Fisher failed to show that one
of the claimed ESTs translates into a portion of one of those proteins.”).

% Petition at page 4.
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prior art teaching in the manner claimed.”””® The Petition further
stated that the Federal Circuit’s test under 35 U.S.C. § 103 has no
textual basis and is inconsistent with Court precedent.371 Amici, in
the Brief, argue that the current Federal Circuit legal standard for ob-
viousness “blurs the distinction between novelty and unobviousness”
because, contrary to the statute, it “relegates the ‘person having ordi-
nary skill in the art’ to the sidelines and looks almost entirely to the
contents of the prior art references to demonstrate obviousness....”>

Random nucleic acid sequences, by definition, lack a suggestion in
the prior art to combine the component nucleic acids in any given se-
quence. Following the logic of the Petition and the Brief, failure of
the prior art to provide any suggestion of the particular sequence
would, under the Federal Circuit’s current standard for obviousness
under the “teaching-suggestion-motivation” test, render all random
sequences, if novel, also non-obvious, thereby collapsing non-
obviousness into novelty. The Petition and the Brief advocate that, to
be consistent with Supreme Court decisions, such as Graham v. John
Deere, 383 U.S. 1 (1966), non-obviousness means more than bare
novelty, and requires consideration of “one having ordinary skill in
the art.”*”® A random sequence involves no such consideration be-
cause random selection is not, and cannot be, a function of skill.
Therefore, under the position advocated by both the Petition and the
Brief as being consistent with Supreme Court precedent, a random
sequence of nucleic acids and, for that matter, any random combina-
tion, should be considered obvious as a matter of law.

Fisher’s claimed ESTs, though not truly random because they are
derived from a selected source, are random in the sense that, unlike
the nucleic acid sequences in Deuel, their relation to functional native
proteins is unknown. Therefore, although the claimed ESTs should
properly meet the utility requirement because the specification made
“an assertion of utility and an indication of the use or uses intended,”
as required by Bremner,”’* even if that utility is as a tool in research
to achieve specific objectives, such as those set forth in the applica-
tion by Fisher, such ESTs should also be considered obvious under
35 U.S.C. § 103 absent some link to a protein, whether or not previ-

0 1d. (quoting Teleflex).

7! Id. (“The Federal Circuit’s so-called ‘teaching-suggestion-motivation test” has
no basis in the text of § 103 or in any decision of this Court. Indeed, it is -- as
numerous commentators have noted -- quite inconsistent with this Court’s in-
terpretation of § 103.”).

72 Brief, at pages 5-6.

373 Petition at page 2; Brief at page 6.

" Bremner, 182 F.2d at 217.
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ously known or isolated. Even when such a link is established, non-
obviousness will be determined by prevailing legal precedent as ap-
plied to novel nucleic acid sequences, such as Deuel.

By including the person having ordinary skill in the art in an as-
sessment of obviousness of claimed ESTs, utility of ESTs can be
considered and established without the claimed sequences necessarily
meeting the statutory requirement of non-obviousness for lack of
suggestion of the combination of nucleic acids constituting each se-
quence. This would permit employment of a standard for utility con-
sistent with the narrow holding of Brenner, as understood by Judges
Rich and Smith, whereby a statement of utility must be made in a
specification for a product formed by a claimed process, and would
prevent automatic findings of non-obviousness of ESTs in view of
Deuel, as Judge Rader suggested in his dissent in Fisher Il would be
the case. Moreover, it would be consistent with the standard of non-
obviousness set forth by the Supreme Court, albeit contrary to the
current standard applied by the Federal Circuit.

IV.Conclusion

At least as applied to individual sequences, as opposed to libraries
of such sequences, patentability of ESTs has been denied by the Fed-
eral Circuit in Fisher II. The basis for the holding in Fisher Il was
under 35 U.S.C. § 101, as lacking statutory utility because the
claimed sequences, in and of themselves, did not “provide any infor-
mation about the overall structure let alone the function of the under-
lying gene” from which the claimed sequences were derived. In-
stead, the claimed sequences were considered as “only tools to be
used along the way in the search for a practical utility” and, therefore,
lacked ““an immediate real world benefit” sufficient to meet the stan-
dard for a “substantial” utility under Section 101.

Utility has existed as a statutory requirement since the first Patent
Act of 1790. Judicial interpretation of the requirement derives from
common law notions of usefulness and from the constitutional
threshold that inventors be granted an exclusive right for a limited
time to discoveries that “promote the Progress of Science and useful
Arts.” During the nineteenth century, a distinction was eventually
drawn between “positive utility” to distinguish subject matter as a
class, and “comparative or relative utility” which looked to whether
an invention was a contribution sufficient to award grant of the ex-
clusive right of a patent. “Comparative or relative utility” became as-
sociated with the idea of “substantial novelty” that was the collective
predecessor to the modern ideas of novelty and non-obviousness.
“Positive utility,” while conceptually distinct from considerations of
degree of contribution, during the twentieth century became refined,
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particularly with advances in chemical inventions, whereby novel and
nonobvious methods of forming compounds produced products that,
although belonging to a class of compounds known to be useful,
themselves had no known use. Eventually, the criteria of “specific,”
“substantial” and “credible” uses became the threshold requirements
for establishing utility under 35 U.S.C. § 101 of the 1952 Patent Act.

The ESTs claimed in Fisher have no known relation to any protein
nor to the function of any protein. The decision by the court is based
on a misunderstanding of Brenner, which, as interpreted by Judge
Rich in his dissent from the holding in Kirk, decided shortly after
Brenner, was limited to the narrow decision that a statement of utility
for products of claimed processes must be included in a specification.
The fact that an invention has its sole use as a tool in research was
never mandated by the Court in Brenner as a basis for finding a lack
of utility under 35 U.S.C. § 101.

Denial of patent protection by the court in Fisher II for this reason
threatens patentability of a wide variety of inventions, “the immediate
real world benefit” of which may not be appreciated until well after
the tool becomes commercially available and well known. Instead, in
patent applications where there is an assertion of utility and an indi-
cation of the use or uses intended for claimed subject matter, which is
no less than what was required by the decisions of Bremner and
Brenner, the statutory utility of claimed ESTs and of other so-called
“research tools” should be granted. The benefit of such subject mat-
ter, however, should be evaluated, not as a function of utility, but un-
der the standard suggested by Judge Rich in his dissent in Kirk and
by Judge Rader in his dissent in Fisher II, of obviousness under 35
U.S.C. § 103. Moreover, as specifically applied to ESTs, non-
obviousness should be predicated on demonstrable distinctions of
claimed molecular sequences from random sequences which, by
definition, have no known relation to functional proteins or fragments
thereof.



